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Summary of Facts and Subm ssi ons

2365.D

Eur opean Patent application 99941029.3 was filed on
10 August 1999 as an International Application under
the PCT No. US 9918155 claimng US priority No.

60/ 095,942. In the international application the
appel l ant requested the Article 25(1) PCT Receiving
Ofice to transmt the priority docunent to the

I nternational Bureau pursuant to Rule 17.1 b PCT by
crossing the respective section in box No. VI of Form
PCT/ RO/ 101. The pertinent priority document was
transmtted fromthe US PTO to the International Bureau
on 24 Septenber 1999, i.e. before the international
publication of the application on 24 February 2000.

On 2 June 2000 (with letter dated 31 May 2000), i.e.
after entry into the regi onal phase before the EPO the
applicant filed a request pursuant to Rule 88 EPC to
correct the serial nunber of the US priority
application from 60/ 095,942 to 60/095,941. After a
conmuni cation fromthe EPO inform ng himthat the
request could not be granted the applicant submtted
with letters dated 10 August and 13 Septenber 2000 that
it would have been inmedi ately obvious for third
parties inspecting the EPO file of the present case
that the serial nunmber 60/095,942 indicated on the
front of the PCT publication was incorrect, since the
application with this priority nunber concerns
"Genetically nodified Msaic Animals" and is therefore
clearly not related in any way to the invention in suit.
Furthernore he referred to the decision in case J 2/92
where in a simlar case the correction of the wong
filing date and the wong file nunber of the priority
docunent were allowed. To the fornmer letter of the
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applicant a copy of the correct priority docunent was
attached and to the latter a copy of the US-application
60/ 095, 942.

After a further comruni cation the Receiving Section of
t he EPO decided on 10 July 2002 to refuse the request
for correction for the follow ng reasons: Pursuant to

t he established case | aw of the Legal Board of Appeal
the correction of errors under Rule 88 EPC is only
allowable, if the request for correction is nmade early
enough for a warning to be included in the publication
of the application or if special circunstances are
present justifying the correction at a | ater stage

(J 6/91). This would be the case where the interest of
the public in being able to rely on information
officially published is weaker than the interest of the
applicant in being allowed to correct m stakes in data
erroneously indicated. Such circunstances are present
for exanple if the mstake is obvious on the face of
the application or if the office itself is responsible
for the incorrect data published. However, in the
present case special circunstances within the nmeaning
of the relevant case | aw cannot be recognised. In
contrast to J 2/92 no apparent discrepancy exists
because only the priority docunent corresponding to the
(wong) file nunber indicated in the priority
declaration and the priority date matching it are on
file. This would not anmount to an apparent discrepancy.
Pursuant to decision J 2/92 it nust be clear that the
wong priority docunent on file is irrelevant both as
to the subject and to the priority date or the priority
state. Here however, the date of priority and the state
woul d not appear to be incorrect.
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The applicant filed an appeal on 10 Septenber 2002 and
paid the appeal fee at the sanme tinme. He requested that
t he contested decision be set aside and that the
correction of the priority nunmber from 60/095, 942 to
60/ 095, 941 be al |l owed. Furthernore he requested that

t he appeal fee be reinbursed.

In his statenment of grounds dated 5 Novenber 2002 he
argued as follows: Contrary to case J 6/91 he does not
seek to add a first priority claimbut nerely to
correct the nunmber of the priority application wongly
i ndi cated on the cover sheet of the international
publication. Mreover all conditions allow ng
corrections under Rule 88 EPC pursuant to that decision
are fulfilled. It is true that contrary to the
requirenents of the established case | aw of the Legal
Board of Appeal the priority nunber has been published
wi thout a warning to the public. But even under such
circunstances the Board had held that correction is
allowable in particular if the public interest is not
seriously affected. This would be the case here,
because any menber of the public during file inspection
studying a copy of the wongly indicated docunent could
di scover that the serial nunber of the application
given in the priority declaration cannot possibly be
correct, even if a person would not i mediately be able
to determine the correct priority nunber. But the sane
is true regarding those cases dealt wi th under

Rule 111(2) EPC in which the file nunber of the
priority docunment is not provided at all.



- 4 - J 0002/ 03

Wth regard to the request to reinburse the appeal fee
he referred to the case of the application

No. 97933393.7 in which it has cone to his attention
that the EPO allowed a priority nunber to be corrected.

Reasons for the Deci sion

2365.D

The appeal is adm ssible.

In the contested decision the Receiving Section rul ed
that pursuant to Rule 88 Sentence 1 EPC it is within
the discretion of the EPO to allow the requested
correction of the file nunber and consequently to
replace the priority docunent in the application
docunents. Exercising its discretion under Rule 88 EPC
t he Receiving Section did not ignore that it has to
wei gh up the interests of third parties in having
reliable published patent information and the interest
of the applicant to avoid the | oss of the clained
priority. Moreover it referred correctly to the
criteria established by the Legal Board and summari sed
in J 6/91 under which corrections of priority data can
be permtted.

The Board al so agrees with the reasoning of the
contested decision in so far as it is stated that in
the present case correction of priority data after the
publication of the application is only allowabl e under
l[imted conditions since the request was not filed
early enough to enabl e publication of a warning
together with the patent application. This concl usion
isinline with the established case | aw of the Board.
Such circunstances justifying the correction of
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priority data at a |later stage nmay be that the patent
granting authorities are thensel ves responsi ble for the
fact that no warning was nentioned in the publication
or that the error is apparent on the face of the
publ i shed applicati on.

However, contrary to the opinion of the Receiving
Section expressed in the decision under appeal, the
Board, balancing the interests of the public and those
of the applicant, comes to the conclusion that, in the
present case the interests of the applicant have to
prevail because no substantial interest of third
parti es can be recognised justifying refusal of the
requested correction of the file nunber.

The Board admts that |ooking at the particulars of the
i nternational publication of this patent application,
the m stake concerning the erroneously indicated nunber
of the priority docunent is not apparent on the cover
page. However, the mere file nunber of the priority
docunent has no relevance for third parties since this
indication within a priority declaration serves only to
provi de the conpetitor with the way to study the
priority docunment but is as such of no interest for the
public to rely on. If third parties consider it
necessary to evaluate the patentability of the
invention they should inspect the file to investigate
this.

At that noment at the latest it would be apparent that
the priority docunent on file concerns conpletely
di fferent subject matter (biotechnol ogy) than the
subj ect matter of the application (electronic) and
conpletely other inventors and is therefore not a
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reliabl e document on which the eval uation of the
patentability can seriously be based. Hence, by

i nspecting the file third parties become aware that the
file nunber on the face of the publication is obviously
wong. It nmust be expected that third parties
interested in the correct priority docunment will

i nvestigate the discrepancy and thus will try to
ascertain the correct docunent by further searches.
Hence, it is not urgently in the public interest to
refuse the requested corrections, despite the fact that
the international application has been published

wi t hout any warning of the need for correction.

Subsequent to its request for correction under Rule 88
EPC with letter dated 31 May 2000 (received by the EPO
on 2 June 2000) the appellant had filed a copy of the
correct priority docunent (i.e. US 60/095,941) enclosed
with its letter dated 10 August 2000 (received by the
EPO on 14 August 2000).

As a matter of course a correction of the file nunber
concerning the docunent of a clainmed priority only
makes sense if the replacenent of the wong docunent
was still adm ssible after the international
publ i cati on.

In the case under consideration the international
publication took place on 24 February 2000, i. e. about
hal f a year ago.
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The tinme limt under Rule 104b(3) EPC for submtting a
copy of the priority docunent expired on 10 March 2001
(i.e. 10 August 1998 + 31 nonths), the replacenent of
the priority docunent on 14 August 2000 thus being
within the prescribed tine limt.

Mor eover the appellant asked for transmttal of the
priority docunment pursuant to Rule 17.1(b) PCT when
filing the international application, i.e. within the
time limt prescribed by the PCT.

Thus the tinme limts the appellant is obliged to
observe with regard of the transmttal of the priority
docunent are conplied with

The board finds that a loss of the right of priority
woul d be unjust in the circunstances of the present
case. The wong file nunber was erroneously indicated
by m stake of the applicant. The m stake in the request
for transmttal as well as in the priority declaration
of the international application energed froma
clerical error. Fromthe outset there was no doubt
which priority docunent the appellant intended to
submt. Inline with J 2/92 (see reasons 6.2) the board
is of the opinion that third parties cannot be m sled
by a replacenent of the wong docunent after
publication of the international application. They
could easily find out froma file inspection that
docunent US 60/ 095, 942 was conpletely irrel evant and
that there was a discrepancy with regard to the

i ndi cated inventors. Thus, it was clear fromthe file
that the rel evant docunent concerning the clainmed
priority of 10 August 1998 was not yet on file.

2365.D
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The request for reinbursenment of the appeal fee under
Rul e 67 EPC has to be refused. The argunments submtted
by the appellant with regard to this request are rather
vague and do not justify a finding that the Receiving
Section conmmtted a substantial procedural violation in
its decision. The subm ssion that the EPO al |l owed a
priority nunber to be corrected under "simlar"

ci rcunstance w thout specifying any concrete facts does
not allow the Board to consider the decision of the
Recei ving Section as based on a substantial procedural
viol ation. A negative decision of the first instance as
such does not | ead to reinbursenent of the appeal fee.
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Or der

For these reasons it is decided that:

1. The decision of the Receiving Section dated 10 July
2002 is set aside.

2. It is ordered that the request filed in accordance with
Article 4 PCT in international application
PCT/ US99/ 18155 (| ater European patent application
No. 99941029.3) be corrected in so far as the European
Patent Ofice is concerned as designated Ofice, as
fol | ows:

- t he application nunber of the national (US)
priority application filed on 10 August 2000 shal
be replaced by No. 60/095, 941.

3. The repl acenent of (US) priority docunent 60/095, 942 by
(US) priority docunent No. 60/095,941 is all owed.

4. The request for reinbursement of the appeal fee is
refused.

The Registrar: The Chai r man:

S. Fabi ani J.-C.  Saisset
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