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Summary of Facts and Subm ssi ons
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The European patent application 98 913 945.6 claimng
priority GB 9 706 909 was filed on 31 March 1998.

On 8 May 2001 the Ofice drew the representative's
attention to the fact that the fourth renewal fee fel
due on 31 March 2001 and that it could still be validly
paid up to the last day of the sixth nonth follow ng

t he due date provided that the additional fee was paid
at the same tinme pursuant to Article 86(2) EPC,

On 8 Novenber 2001 a conmmunication noting of "loss of
rights” was sent informng the applicant's
representative that the application was deened to be
wi t hdrawn because of failure to pay the renewal fee
pl us surcharge for the fourth year in due tine.

In a letter dated 5 Decenber 2001 the applicant's
representative filed a request for restitutio in

i ntegrumunder Article 122 EPC and paid the
corresponding fee, as well as the fourth renewal fee
wi th surcharge.

The applicant's representative repeated his grounds for
re-establishment in a second letter dated 18 January
2002.

By conmuni cation under Article 113 EPC dated

15 February 2002, the applicant's representative was
invited to supply further grounds with respect to the
provi sions of Articles 122(1) and (3) EPC

The applicant's representative replied by a letter
dated 24 February 2002.
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On 6 May 2002 a notice pursuant to Article 86(2) EPC
and Article 2(5) of the Rules relating to Fees was
issued for the fifth renewal fee.

It is to be noted that concurrently on 22 January 2002
t he Exam ning Division sent a conmunication to the
applicant's representative inviting himto file
amendnents to the description, clainms and draw ngs in
accordance with the observations nmade in the

conmuni cation. This comuni cati on was w thdrawn by a

| etter dated 28 January 2002.

In the decision dated 12 June 2002 which i s now under
appeal the Formalities O ficer acting on behalf of the
Exam ning Division refused the application for re-

est abl i shnment of rights.

In a letter dated 20 August 2002 the applicant filed a
notice of appeal, and paid the appeal fee at the sane
dat e.

To support the request for re-establishnent of rights
the notice of appeal mainly sets out the sane grounds
as supplied before the Exam ning D vision.

However, the appellant adds that the EPO itself can
make m stakes since after issuing the comrunication
dated 22 January 2002 (see point VIII supra-), the
Ofice sent a letter on 28 January 2002 asking the
applicant to consider the said communication "null and
voi d".

The appel | ant requests that the decision of the first
i nstance refusing the re-establishnment of rights be set
asi de.
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Reasons for the Decision
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As a prelimnary remark, the Board observes that
irrespective of the possible setting into notion a
procedure under Rule 69 EPC for |oss of rights
connected with the non paynent of the fifth renewal fee
it nmust take a decision about the present appeal.

The Board considers that the notice of appeal contains
sufficient specific grounds of appeal to neet the
requi renments of adm ssibility under Article 108 EPC

| ast sentence. The other requirenents of the EPC being
nmet the appeal is adm ssible.

The appel l ant did not request oral proceedings and the
Board is of the opinion that in his witten subm ssions
he set out all the legal and factual points to be
considered in the present decision. Hs right to be
heard has thus been fully observed.

As regards the criteria concerning "all due care"
required by Article 122 EPC as set out in the general
case law the Board has to ascertain whether the

om ssion of paynment of the renewal fee within the tine
limt was the result of exceptional circunstances or of
an isolated error within a normally satisfactory

noni toring system (See for instance J 2/86, and J 3/ 86,
Q) 1987, 362).

In the present appeal the appellant submits no further
facts evidence or argunents than those already
submtted before the first instance, but it enphasizes
t hat the EPO nade a mi st ake.
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As regards that alleged m stake, nanely the

conmuni cation dated 22 January 2002 issued by the
Ofice as if the procedure for the grant of the patent
were continuing, the Board considers that the appellant
cannot rely on such a fact in justifying his case.

A m stake made by the Ofice without any Iink to the
applicant's non-observance of a tine limt cannot
exenpt the professional representative fromhis
obligation to take all due care in the circunstances.

In other words the erroneous comuni cati on of the EPO
which relates to the filing of amendnents is a totally
i ndependent and irrel evant fact which cannot be

consi dered as evidence of all due care as required by
Article 122(1) EPC

Thus, this m stake has no connection with the
representative's duty to observe all due care.

Mor eover, the appellant admts that he was unable to
determ ne the precise circunstances which resulted in
t he non-paynent of the renewal fee. He puts forward as
an expl anation the fact that a correspondi ng Aneri can
application was filed and was pending at the sane tine
as the European application. This would presunmably be
t he cause of the om ssion of paynent of the fourth

Eur opean renewal fee, possibly when cancelling a US
rem nder date after a US response, the entry in the
record system of paynent of the EP renewal fee m ght
have been cancel |l ed accidently.

He filed only letters relating to another case dealt
with by the firmw th which he is associated where the
UK Patent O fice overl ooked one of the two requests set
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out in the sane letter fromthe applicant. The
inplication is that this kind of m stake may occur
every tinme a group of itens are associated or rel ated.

The Board considers that the above-nenti oned exanpl e,
whi ch has nothing to do with the pending case, is
unrelated to the present circunstances.

Moreover, this kind of situation (two pending
applications one in US and anot her before the EPO) is a
normal one and it is the duty of professional
representatives to manage such a situation by using a
"normal | y" effective nonitoring systemwth failsafe
syst ens.

As far as a normally satisfactory nonitoring systemis
concerned, the appellant nerely stated that he had
personal |y trained and supervised his staff and such an
om ssi on had never happened in the past. He pointed out
that he had taken steps to prevent any simlar
occurrence in the future.

However, he did not file evidence of how his nonitoring
system wor ked, and whi ch control nethods were used to
prevent such omissions, with the result that the

requi renment of all due care is not substanti ated.

Moreover, the representative's declaration that he took
steps to prevent any simlar event in the future is an
inmplicit acknow edgnent that all due care in the
present case has not been exercised.
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Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset

1151.D



