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Headnot e:

The tinme limts under Rule 25(2), sentence 2 and Rul e 85a EPC
respectively do not formone integrated period, even if,
according to Decision G 3/91 (QJ EPO 1993, 008), both tine
l[imts are closely |Iinked, because the benefit of an extension
under Rule 85a EPC is only available if the prescribed
surcharge is paid together with the due designation fees. In
view of Opinion G 4/98 (QJ EPO 2001, 131, 147) and the
different requirenments for conpliance with both tine [imts,
the wording of Article 4(1) of the Decision of the

Adm ni strative Council of 13 October 1999 "Rules 15(2) and
25(2) as anended shall apply to all European patent
applications in respect of which, on March 2000, the

desi gnation fees have not been validly paid and the tine limt
under existing Rules 15(2) and 25(2) for paying them has not
yet expired" cannot be interpreted as a tine limt which

i ncl udes an extension under Rule 85a(2) EPC.
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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 99125770.0 was filed on
23 Decenber 1999 as a divisional application of the
earlier application No. 94114605.2. On the sane date
the filing fee, search fee and the fee for three clains
according to Rule 31(1) EPC were paid.

On 9 March 2000 the Receiving Section dispatched a
conmuni cation pursuant to Rule 85a(1) EPC indicating
that the designation fees had not been paid in due tine,
but could be paid within a period of grace of one nonth
after notification.

By comruni cation pursuant to Rule 69(1) EPC dated

16 May 2000 the applicant was inforned that the
application was deened to be wi thdrawn for non-paynent
of the designation fees within one nonth after the
filing of the application according to Article 79(3),
Rul e 25(2) in conjunction with Article 91(4) EPC

By letter of 7 June 2000, received on 9 June 2000, the
applicant filed a request pursuant to Rule 69(2) EPC to
set aside the Noting of Loss of Rights dated 16 May
2000. At the sane tinme the applicant authorised the
Eur opean Patent O fice to debit the amount of

DEM 1040, 48 for the 10 designated states fromthe
applicant's deposit account. It was stated with regard
to the anended Rul e 25(2) EPC, which becane effective
on 1 March 2000, that the divisional application was
not deened to be withdrawmn on 1 March 2000 since the
designation fees could still be validly paid under the
old Rule 25(2) in conbination with Rule 85(a)(1) EPC
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Ref erence was made to Article 4 of the Decision of the
Admi ni strative Council of 13 Cctober 1999.

V. On 20 August 2001 the Receiving Section issued a
deci sion pursuant to Rule 69(2) EPC stating that the
request to set aside the comuni cation concerning | oss
of rights pursuant to Rule 69(1) EPC was rejected and
that the application was therefore deened to be
wi thdrawn for the reason that the designation fees were
not paid by 19 April 2000, the |ast day of the period
of grace under Rule 85a(1l) EPC. The Receiving Section
did not agree with the appellant's opinion that the
designation fees could still be validly paid on 9 June
2000 and that Article 4 of the decision of the
Adm ni strative Council also applied to European patent
applications in respect of which, on 1 March 2000, the
designation fees could only be validly paid within the
peri od of grace under Rule 85a(1l) EPC. The Receiving
Section considered that, as the divisional application
was filed on 23 Decenber 1999, the tine limt under the
old Rule 25(2) EPC had al ready expired on 24 January
2000 before the anended Rule entered into force. The
period of grace under Rule 85a(l1l) EPC which then
foll owed did not avoid the | egal fact that the
application was deened to be withdrawn after the
24 January 2000.

\Y/ On 26 Cctober 2001 the appellant | odged an appeal
agai nst the decision of the Receiving Section having
al ready paid the appeal fee on 24 Cctober 2001.

The appel | ant argued that, according to Article 4 of
t he Decision of the Adm nistrative Council, the
designation fees were validly paid within the tine

2944.D
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[imt under the new Rule 25(2) EPC which expired six
nonths after the publication of the search report on
24 May 2000. The period of grace under Rule 85a(1) EPC
had to be considered as an extension of the basic tine
[imt under the old Rule 25(2) EPC and, even if the
peri od of grace under Rule 85a(1) EPC was not
explicitly nmentioned in Article 4 of the Decision of
the Admi nistrative Council, it could not be treated
differently fromthe time limt under the old

Rul e 25(2) EPC. The appellant referred to the
jurisprudence of the Boards of Appeal where it was
acknow edged in various decisions that the period of
grace under Rule 85a(1l) EPC was closely linked to the
basic tinme imt under Rule 25(2) EPC and was
considered as an extension of this time limt.

Addi tionally, the appellant submtted that this
interpretation was the reason why the jurisprudence did
not allow re-establishnment of rights under Article 122
EPC after failing to neet the period of grace under
Rul e 85a(1) EPC. If nowthe two time limts were to be
regarded as independent tinme limts, the appellant
woul d be discrimnated agai nst.

The appel l ant requested in witing that the decision
under appeal be set aside, that the notice of |oss of
rights dated 16 May 2000 be set aside, and that the
application be allowed to proceed.

On the appellant's request oral proceedings were held
on 24 Novenber 2003 at which the appellant was not
represented due to "unexpected circunstance" as stated
in a faxed letter of Friday 21 Novenber 2003, although
t hese circunstances were not further explained.
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Reasons for the Decision

1
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The appeal is adm ssible.

The outcone of this case depends on whether or not
Rul e 25(2) EPC as anmended by decision of the

Adm ni strative Council of 13 Cctober 1999 has to be
applied in the present case.

The former version of Rule 25(2) EPC reads as foll ows:

"The filing fee, search fee and designation fees nust
be paid in respect of each European divisional
application within one nonth after the filing thereof.
Paynment of the designation fees may still be nmade up to
the expiry of the period specified for the earlier

Eur opean patent application in Article 79, paragraph 2,
if that period expires after the period referred to in
the first sentence.”

The applicant did not contest that the paynent of the
designation fees on 9 June 2000 was bel ated under this
Rul e because the prescribed tinme limt expired on
Monday 24 January 2000 and no surcharges (together with
the designation fees) were paid within the tinme limt
under Rul e 85a(1) EPC.

The decision of 13 October 1999 of the Administrative
Council reads inter alia as foll ows:

- Article 1
"Rule 25(2) shall be anended to read as follows: The
filing fee and search fee shall be payable in respect
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of a European divisional application within one nonth
after the filing thereof. The designation fees shall be
payable within six nonths of the date on which the

Eur opean Patent Bulletin nmentions the publication of

t he European search report drawn up in respect of the

new European divisional application”

- Article 3
"The present decision shall enter into force on 1 March
2000"

- Article 4

" The follow ng transitional provisions shall apply:
Rul es 15(2) and 25(2) as anended shall apply to al
Eur opean patent applications in respect of which, on
1 March 2000, the designation fees have not been
validly paid and the time |imt under existing

Rul es 15(2) and 25(2) for paying them has not yet
expi red (Enphasis added by the Board)."

According to its wording, Article 4(1) of the Decision
of the Adm nistrative Council refers inter alia to the
time limt under Rule 25(2) EPC but not to the tine
[imt under Rule 85a(l1l) EPC. Therefore, on its face
Article 4 of the Decision of the Adm nistrative Counci
does not apply in the present case.

However, the appellant submtted that this transitional
provision also applies to the period of grace under
Rul e 85a(1) EPC because this provision has to be
regarded as an extension of the normal tinme l[imt under
Rul e 25(2) EPC. In support of its argunent, the

appel lant cited decisions J 12/82 (QJ EPO 1983, 221)
and J 18/82 (QJ EPO 1983, 441) stating that the periods
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of grace laid down in Rule 85a EPC extends the norma
period for paynent. The appellant further argued that,
according to decision G 3/91 (QJ EPO 1993, 008), the
periods of grace in Rule 85a EPC were closely linked to
the respective normal periods. Therefore, in relation
to the normal period pursuant to Rule 25(2) EPC, the
period of grace pursuant to Rule 85a(1l) EPC has to be
consi dered as an extension to which the rules for the
normal period have to apply.

The Board does not share this view for the reasons as
foll ows.

The Administrative Council was free to decide the date
on which the new Rule 25(2) EPC should enter into force
and whet her or not pendi ng cases shoul d be governed by
this provision. Even if, as the appellant argued, the
peri od of grace under Rule 85a(1) EPC extends the
normal time limt under Rule 25(2) EPC and has the sane
| egal character as the normal period, the

Adm ni strative Council was free to limt the
application of the new Rule 25(2) EPC to the norma

time limt.

The tinme limts under Rule 25(2), sentence 2 and

Rul e 85a EPC respectively do not form one integrated
period, even if, according to G 3/91 (cf. reasons
point 2, supra), both time limts are closely |inked,
because the benefit of an extension under Rule 85a EPC
is only available if the prescribed surcharge is paid
together with the due designation fees. In view of the
different requirenents for conpliance with both tine
l[imts, the Board conmes to the conclusion that the
wordi ng of Article 4(1) of the Decision of the



2944.D

-7 - J 0015/ 02

Adm ni strative Council of 13 October 1999 "...and the
time limt under existing Rules 15(2) and 25(2) for
payi ng them has not yet expired" cannot be interpreted
as atime limt which includes an extension under

Rul e 85a(2) EPC. The appellant's opposite view that
Article 4(1) of the Decision of the Adm nistrative
Counci | postpones the paynent of designation fees,
woul d lead to the result that the period of grace under
Rul e 85a EPC can be obtained and can take effect

wi t hout paynent of the required surcharge. Such an
interpretation of Article 4 of the Decision of the

Adm ni strative Council of 13 October 1999 has no basis
inits wording and is contrary to the clear intention
of the provision to apply the newtine |[imt only to
validly pending applications.

Addi tionally, support for the appellant's
interpretation of Article 4(1) of the Decision of the
Adm ni strative Council of 13 COctober 1999 cannot be
derived fromthe jurisprudence of the Boards of Appea
stating that the period of grace under Rule 85a(1) EPC
was closely linked to the normal tinme |imt under

Rul e 25(2) EPC and was considered as an extension of
this time limt with the result that re-establishnment
of rights under Article 122 EPC was not allowed after
failing to neet the period of grace under Rule 85(a) (1)
EPC.

The question whether or not Article 122 EPC is
applicable to the tine imts under Rules 25(2) and
85a EPC is quite separate fromthe question whether or
not an application is validly pending as regards the
designation of States. The Board points out that

Opi nion of the Enlarged Board of 27 Novenber 2000
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(G 4/98, QJ EPO 2001, 131, 147, conclusion to

guestion 2) decided that "the deenmed w thdrawal of the
designation of a Contracting State provided for in
Article 91(4) EPC takes effect upon expiry of the tine
[imts nentioned in Article 79(2), Rules 15(2), 25(2)
and 107(1) EPC, as applicable, and not upon expiry of
the period of grace provided by Rule 85a EPC'

Therefore, the present application was deened to be

wi thdrawn after the expiry of the tinme limt provided
by the then valid Rule 25a(2) EPC on Mnday 24 January
2000 i.e. before the anmended new Rul e 25(2) entered
into force (1 March 2000). The additional period of
grace pursuant to Rule 85a EPC cannot be considered as
extending the normal tine limt wthout paynent of the
prescri bed surcharge in due tine (9 March + 10 days + 1
nonth = 19 April 2000). Hence, on 1 March 2000, the day
on which the new Rule 25(2) entered into force, the
application in suit was already deenmed to be w thdrawn
and no | onger pending. If Article 4(1) of the Decision
of the Admi nistrative Council were to apply in that
situation, this would have the effect of re-
establishment of rights as regards the tine limt of
Article 79(2) EPC, which would in turn contravene
Article 122(5) EPC (which itself cannot be anended,
according to Article 164(2) EPC, by a decision of the
Adm ni strative Council). Therefore, the appellant's
broad interpretation of Article 4 of the Decision of
the Admi nistrative Council of 13 Cctober 1999 has no

| egal basis under the EPC.

Finally, the appellant relied on the principle of
protection of |legitinmate expectations. Contrary to the
appellant's contention, Opinion G 4/98 (cf. reasons



-9 - J 0015/ 02

point 3.3, supra) did not change the previous
jurisprudence of the Boards of Appeal, because it
expressly referred to previous case law (J 4/86, Q) EPO
1988, 119). As a result, the Board cannot see any
circunstances justifying application of the principle
of protection of legitimte expectations to the present
case in order to renedy the bel ated paynent of the

desi gnation fees.

8. Therefore, the decision of the first instance that the
Eur opean divisional application in suit was deened to
be withdrawmn with regard to the non-paynent of the
designation fees in due tinme was correct and the appeal
has to be di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J-C. Sai sset
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