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Deci si on of the Receiving Section of the European
Patent O fice posted 7 Septenber 2001 refusing
the request for re-establishment of rights
concerning the paynent of the examination and the
designation fees relating to the internationa
patent application PCT US 99 13751 (Euro PCT

99 928 773.3).
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Summary of Facts and Subm ssi ons

0085.D

The international patent application PCT US 99/13751
(Euro-PCT n° 99 928 773.3) was filed on 17 June 1999
and the request for entry in the regional phase before
the EPO was filed on 17 May 2000.

By a letter dated 10 Novenber 2000, the Receiving
Section drew the applicant's attention to the fact
t hat :

- t he exam nation fee and the designation fees for
t he designated states had not been paid,

- t hese fees could still be validly paid within a
period of grace of one nonth provided the paynent
of the surcharge under Rul es 85b and 85a(1l) EPC
was made,

- ot herwi se a new conmuni cati on under Rule 69(1) EPC
woul d be issued to informhimthat the application
woul d be deened to be wi thdrawn, and

- t he applicant m ght NOT be re-established in his
rights (NOT was enphasi zed by the Receiving
Division in its notification).

By a communi cati on dated 16 February 2001, the
Receiving Section notified the applicant of the |oss of
rights under Rule 69(1)EPC including nention of the
means of redress within the period of two nonths
pursuant to Rule 69(2) EPC after notification of the
conmuni cati on

The applicant by letter dated 13 July 2001 filed a
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request for re-establishment of his rights to pay the
exam nation fee and the designation fees with
sur char ges.

He paid at the sane date the exam nation and
designation fees, with 50% surcharge and the third
annuity with 50% surcharge and the fee for re-
establishment of rights.

To support his request the applicant's representative
contends that the principles of equity nust set aside
formal regulations of the EPC in view of the

ci rcunst ances of the case. He explained that when
entering the European phase, he did not receive
instructions fromthe applicant regarding the date of
t he publication of the international search report and
the countries for which designation fees were to be
pai d.

He tried to get this information and sent letters to
the applicant's US representatives (15 June 2000;

17 Novenber 2000) to informthemrespectively of which
states were to be designated and the anmobunt of fees to
pay, and of the Conmunication pursuant to Rules 85a and
85b) EPC. He never received answers because the
applicant had never received the said letters.

To substantiate these subm ssions the applicant filed
copies of the representative's letters dated 15 June
2000 and 17 Novenber 2000, a statutory declaration from
t he applicant/inventor and fromhis US representative.

By decision dated 7 Septenber 2001, the Receiving
Division refused the request for restitutio in integrum
for the reason that the tine limt nentioned in EPO
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form 1218 (conmuni cation of 10 Novenber 2000) is
excluded fromrestitutio in integrum

By letter dated 7 Novenber 2001 the applicant filed an
appeal against this decision and submtted his grounds
of appeal on 7 January 2002.

By a letter dated 2 August 2002 the Registry drew the
applicant's attention to Article 86(2) EPC and

Article 2 of the Rules relating to Fees and to the fact
that he had not paid the renewal fee for the fourth
year on the due date (30 June 2002).

The letter further inforned the applicant that if he

did not pay the fee and the surcharge of 10% wthin

the six nonths tine limt follow ng the due date, the
application would be deened to be w t hdrawn.

The request of the appellant appeal is to set aside the
decision and to re-establish the applicant in his
rights to pay the fees, on the basis of principle of
equity which nust take precedence over the forna

requi renents of the EPC.

Reasons for the Deci sion

0085.D

As a prelimnary remark, the Board considers that the
appellant fully exercised his right to be heard since
in his grounds of appeal he submtted all the | egal and
factual argunents concerning the points to be discussed
by the Board in respect of the exam nation of the
decision of the first instance.

Furthernore the appellant did not request oral
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pr oceedi ngs.

The Board is of the view that according to Article
150(3) EPC and to the case |aw of the Enlarged Board of
Appeal (G 3/91, QJ EPO 1993, 08; G 5/92, QJ EPO 1994,
22; G 5/93, Q) EPO 1994, 447), once a PCT application
neets all the requirenents of Article 11(4) PCT, and

t he applicant requests a European patent, the
international application is deened to be an European
patent application (Point 1.8 of the reasons of

G 5/93).

According to the above-nentioned decisions G 3/91 and
G 5/93 as regards the designation fee and G 5/92
concerning the exam nation fee the tinme limts to be
observed by Euro-PCT and direct European applications
are in essence identical and nust be treated in the
same way (Point 1.17 of the reasons of G 5/93).

Pursuant to Article 122(5) EPC, the tinme limts
referred to by Article 79(2) EPC (designation fee), and
Article 94(2) EPC (exam nation fee) are excluded from

t he provision of re-establishnent of rights.

Therefore the nmention of Article 79(2) and 94(2)EPC in
Article 122(5) EPCis not |limted to direct European
applications but also refers to Euro-PCT applications
whi ch under Article 11(3) PCT have the effect of

nati onal (European) application as of the international
filing date and are, according to Article 150(3)EPC,
subject to the provisions of the EPC insofar as these
provi sions do not conflict with those of the PCT.

Thus, considering the provisions of the EPC the
deci si on under appeal is not open to criticism
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5. The EPC does not provide that equity can be an extra-
statutory neans to avoid the consequences of the
provi sions of the Convention when a party finds their
appl i cation di sadvant ageous.

Consequently the Board is of the view that the appeal
is not allowable.

Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man:

M S. Fabi ani M J. C Saisset

0085.D



