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Summary of Facts and Subm ssi ons

1179.D

| nt ernati onal application No. PCT/US99/05685 was filed
on 17 March 1999 claimng priority froman earlier US
application dated 20 March 1998.

I nt ernati onal publication took place on 17 March 1999,
with regard to the EP-designation nentioning all the
t hen menber states according to the so-called
precautionary designation provided for in the

desi gnation box for the regional patent EP

In a letter received by the EPO on 25 Septenber 2000

t he appel l ant requested entry into the regional phase
before the EPO as el ected office. On using EPO

Form 1200 (12.96) for this request, in section 10.1
check-boxes were only marked for BE,DE, FI, GB, IE and
NL stating that designation fees were paid in respect
of these EPC-Contracting States. According to the pre-
printed form box 10.2 was ticked thus indicating that
at present it was not intended to pay designation fees
for the EPC Contracting States not marked in section
10.1 but designated in the international application
and in respect of these designation fees with waiver

cl ause for a communi cati on under Rule 85a(1) EPC and
furthernore for a conmunication under Rule 69(1) EPC
after the tinme limt under Rule 85a(2) EPC had expired.
Desi gnation fees for six states were sinmultaneously
pai d.

The bi bl i ographic data of the above nenti oned
i nternational publication was nentioned in the European

Patent Bulletin of 3 January 2001 (publication nunber
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EP 1063915) together with the indication that the
States BE,DE, FI, GB, IE and NL were designat ed.

V. Wth letter dated 5 January 2001 and faxed the sanme day
the applicant's representative explained that France
rat her than Finland shoul d have been desi gnated and
submtted a further designation fee together with the
surcharge. As an alternative request he asked for a
correction of error, nanely to change the designation
Finl and i nto France.

VI . By comruni cation of 24 January 01 the Receiving Section
informed the representative that due to the el apse of
the tinme limt under Rule 85a(2) EPC no additional
state could be designated nor could the designation of
Fi nl and be changed into a designation of France.

VII. In a further letter dated and faxed 28 February 2001
the representative reiterated his request for
correction of an error. He argued that the request was
al ready presented two days after publication. If the
request woul d have been accepted there woul d have been
only two days of misinformation of the public. In any
case the public would be nuch nore Iikely to consult
ot her neans of information fromthe European Patent
O fice than the European Patent Bulletin. A fornal
deci sion was requested as well as an anendnment of the
Eur opean Patent O fice's database to show that
desi gnation of France had been requested but was
di sput ed.

VIII. In order to prove that the designation of Finland was
erroneously nmade the instructing correspondence of the
US-attorneys of the applicant was submtted.

1179.D
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The Exam ning Division issued a decision rejecting the
request for correction of an error. It accepted that

Fi nl and was desi gnated erroneously instead of France
but because of the already published application no
correction was allowable. Reference was nade to the
decisions J 7/90 (QJ EPO 1993,133) and also to J 6/91
(QJ EPO 1994, 349) bot h deci sions underlining the
necessity of atinme |imtation when applying Rul e 88,
first sentence EPC.

Agai nst this decision an appeal was | odged on
30 Cctober 2001. The appeal fee was received on
6 Novenber 2001 and the statenment of grounds on
11 January 2002.

The follow ng requests were made:

- correction of the designation of Finland to
desi gnation of France (main request)

- referral to the Enlarged Board of Appeal
(auxiliary request)

- oral proceedings.

The argunents of the appellant can be summari sed as
fol | ows:

The representative received the instructions fromthe
applicant to designate the countries Bel gium France,
Germany, Ireland, Netherlands and United Ki ngdom when
initiating the regional phase. Erroneously the check-
box for Finland instead for France was crossed in the
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EPO- form 1200. This error therefore appeared in the
publication of the bibliographic data in the European
Patent Bulletin on 3 January 2001. The firmof the US
instructing attorneys noticed the error and requested
correction of the error. Already on 5 January 2001 a
request for correction of an error under Rule 88 EPC
was sent to the Ofice.

Oiginally (in the PCT publication) all European
countries were shown as designated. Third parties who
were interested in the exact territorial coverage of an
application |ater on would get their information no

| onger fromthe European Patent Bulletin but nmuch nore
likely fromother sources such as internet and on-1line
versions of the European Patent O fice register
extracts or even the public file of the application.

The jurisprudence, developed in the 1980's, was
appropriate to the informati on sources of that tine but
now t he devel opnent of other available information
nmeans shoul d be consi dered.

If the request for correction of the error had been
acted already i medi ately after receipt of the
representative's letter, the European Patent Register
woul d have reflected the intended situation
(designation of France instead of Finland) tw days
after the publication of the wong designation in the
Eur opean Patent Bulletin. The damage to the public

i nterest would have been m ni nal

When considering correction of errors the special
ci rcunstances of a particular case needed to be taken
into account. The application in suit is rather
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sophi sticated and so are the conpetitors. Wen
detecting that France was not anong the designated
countries they would have imredi ately started further

i nvestigations and woul d have found out quickly that an
error had occurred.

As to the referral to the Enlarged Board of Appeal the
appel  ant argued that the question be referred
concerned whether, in view of technol ogical

devel opments and the readily accessible data sources
now nmade avail abl e by the European Patent O fice, the
time limt of the publication date being a cut-off tine
l[imt for correction of designations was still

justifiable in all circunstances.

In the course of the oral proceedings the appell ant
repeated his argunents already on file and handed over
to the Board the copy of an information of the EPO

avai lable on the internet, entitled "Time Schedule for
t he Paynment of Designation Fees and rel ated

Publ i cati ons”, explaining a new publication practice of
the Ofice. Information on the paynent during the grace
terms would be reported in the European Patent Register
(within 3 to 4 weeks) and in the printed European
Patent Bulletin 7 weeks after the fee control. This
information ends up with the statenent, that it m ght
take up to one year and nore follow ng the Search
Report Publication before the information on the
paynent of designation fees was final.
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Reasons for the Decision

1179.D

The appeal conplies with Article 106 to 108 and
Rules 1(1) and 64(b) EPC and is therefore adm ssible.

Mai n request (correction of an error)

The 31-nonth period for entry into the regional phase
before the EPO as elected office (Article 39(1) PCT in
conjunction with the then valid Rule 107(1) EPC ended
with respect to the Euro-PCT application under

consi deration on 20 October 2000 and the period for
validly paying additional designation fees under

Rul e 85a(2) EPC expired on 20 Decenber 2000. Therefore,
t he paynent of the designation fee for France together
with a surcharge on 5 January 2001 was bel ated and
could not reverse the legal fact that the application
was deened to be withdrawn in respect of the
Contracting State France according to Rule 108(2) EPC.

In order to renmedy this legal situation, the main
request is directed to a correction of the designation
of Finland to France on the basis of Rule 88, first
sent ence EPC.

Rule 88, first sentence EPC deals with the correction
of errors which occurred in docunents other than
descriptions, clains or drawings filed with the Ofice.
According to the EPO jurisprudence Rule 88 EPC al so
applies to correction of a request for designation of a
State if it was clear indication that the m stake was
based on an error and a correspondi ng request was
pronmptly made (cf. J 4/80). Correction under Rule 88
EPC, if allowed, would have a retroactive effect with
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t he consequence that the docunent containing the error
has to be regarded as if it was filed in the corrected
form

In the present case it was admtted by the first
instance that under certain conditions the correction
of a designation of countries is possible and that the
i ndi cation of Finland instead of France anong the
designated countries was nade erroneously and did not
reflect the true intention of the applicant. However,
the first instance did not consider that when the
appellant filed the request for entry into the regional
phase before the EPO t he designation of all EPOG
Contracting States according to the international
application was still valid (Article 150(3)EPC). The
ticking of the check boxes for BE,DE, FI, GB, IE and NL
in section 10.1 of the Form 1200 was not a designation
of States but only an indication of the intention to
pay designation fees for these States, not excluding a
change of appellant's mnd or paynent of additional
designation fees for other countries according to the
designation of all EPC-Contracting States in the
international application. However, this statenent had
the I egal effect that the six designation fees paid by
t he appellant on 29 Septenber 2000 were dedicated to
the States nentioned in this section. Wth regard to
this legal effect, the Board is of the opinion that the
declaration of intent for paying fees for a certain
State can be subject to an error which can be corrected
under Rule 88, sentence 1, EPC in the sane way as a
desi gnation as such because this indication constituted
an error in a docunent. Therefore, appellant's request
for correction of the designation of Finland into
France has to be read as a request for correction of
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the erroneous declaration in section 10.1 of the

Form 1200 to the effect that it was intended to pay a
designation fee for France instead of Finland.

In the event of correction allowed by the Board, the
retroactive effect under Rule 88 EPC would result in
the | egal effect that fromthe beginning one
designation fee paid by appellant on 29 Septenber 2000
was to be assigned to France instead to Finland.

On the basis of the evidence submtted by the appell ant
before the first instance the Board follows the
reasoni ng of the inpugned decision that the indication
of Finland anong the indicated States in Form 1200 did
not conformto the true intention of the appellant who
wanted to pay designation fee for France.

Al t hough Rul e 88 EPC does not contain any direct
restriction for its application, the EPO case | aw
devel oped functional and tenporary limtations whether
or not correction of an error was allowed either in
respect of the |l egal purpose of this rule or in order
to safeguard the interests of the public.

Firstly, a failure to pay designation fees cannot be
corrected pursuant to the wording of Rule 88, first
sentence, EPC (cf. J 21/84, EPO QJ 1986, 75; T 152/85,
EPO QJ 1987, 191) which only concerns errors in
docunents but not om ssions of a paynent of fees. In
the present case, the bel ated paynent of designation
fee and surcharge for France on 5 January 2001 cannot
be corrected in that way that the paynent has to be
regarded as effected within the tine limt under

Rul e 85a(2) EPC.
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Secondly, correction under Rule 88 EPC does not all ow
to set aside previous procedural effects, but only
causes the docunent corrected to be considered fromthe
time of correction and for future as filed ab initio in
the corrected version (cf. J 25/01, not published in
the EPO QJ). This principle is further explained in
respect of the case under consideration in point 15

bel ow.

Thirdly, Rule 88 EPC does not contain an explicit
reference to the time when and how | ong corrections of
errors in docunments could be requested. But the wording
"...may be corrected" nmeans clearly that there is no
obligation of the Ofice to allow corrections in every
case. Over the years the jurisprudence of the Boards of
Appeal has established a further requirenment to all ow
corrections of errors concerning designation of States,
nanely a limtation of the tinme during which those
requests can be nade (see points 2.2 and 2.3 of the
reasons of decision J 16/ 00 not published in the QJ
EPO) .

The idea behind a tine restriction ("Zeitgrenze") was
to safeguard the interests of the public (see Case Law
of the Boards of the Boards of Appeal of the European
Patent O fice, 4th ed. 2001, Chapter VII.A 6, p.414). As
a bal ance between the interest of third parties to rely
upon information given by the Ofice and the
applicant's interest to have an error corrected, the
[imtation up to a point in tine sufficiently early to
allow a reference at |east to the requested correction
of an error in the publication of an application, was
found quite adequate over many years of practice. The
sane idea was applied to Euro-PCT cases so that the
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time restriction was seen as being the date of
publ i cation of the bibliographic data by the EPO
because this publication only contained the indication
of those Contracting States designated by the prior
designation in the international application which were
finally validated by paynment of the respective

desi gnation fees.

Fol I owi ng t he change of publication policy of the EPO
in 1997 brought about by the deferral of the date for
payi ng designation fees for European Patent
applications (see EPO QJ 1997, 79) and the introduction
of a system of express designation of all EPC
contracting states instead of a conbination of express
and precautionary designation it seens to be worth
exam ni ng whether the prevailing case law still neets
the requirenment of protecting legitinmate expectations
of the public, nanely to trust exclusively the content
of the publication of a patent application in the
Bulletin. In other words: is it still justified to
understand the requirement of the jurisprudence, that
correction of an error can be accepted at the | atest
(providing all other preconditions are net) so that a
war ni ng concerning the correction can still be included
in the publication of the application, as a requirenent
to find this warning already in the very first
publication of this patent application although there
is even an information of the O fice that ful

i nformati on on designated countries can only be
obtained | ater due to the change of the information
practice of the Ofice?

According to the Ancillary Regulation to Article 93(1)
EPC (QJ 1997, 479) the publication system of the EPO
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has changed i nsofar as European patent applications are
firstly published with the indication that al
contracting states are validly designated. After the
expiry of the basic period under Article 79(2) EPC,
about seven nonth after publication of the European
search report, the countries expressly designated by
dedi cating the respective fees to them are published
in the Register of European Patents. About seven weeks
| ater these states will be published in a "positive
[ist”™ in the Bulletin.

It is also nmentioned, that countries, for which
designation fees are paid during the period of grace
under Rule 85a EPC, these states will be entered

wi thout delay in the Register and in the Bulletin under
Section .12 ("Alterations and corrections).

This practice has been in force since Decenber 1997 and
all European applications filed as from1 June 1997 are
now publ i shed under the new system

After the change of the publication practice of the
Ofice it is clear, that the interested parties cannot
rely exclusively upon the information given by the
publication of the European patent application, because
one will find all nenber countries of the EPO indicated
t here. They woul d have to keep thensel ves inforned
continuously by searching the Register or reading
carefully the Bulletin, to find out which countries

m ght be designated definitely or if changes took

pl ace.
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The sane informati on can be obtained fromthe internet
("Time Schedule for the Paynent of Designation Fees and
related Publications”). This information is avail able
on the honmepage of the EPO under "tool box for
applicants” which finishes with the warning "In other
words it can take up to one year and nore foll ow ng the
Search Report Publication before the information on the
paynent of designation fees is perfect.

Under point 10 of the above nentioned Ancillary
Regul ation it is indicated that this new publication
practice does not affect Euro-PCT-applications.

This restriction of the applicability of the new
practice to European patent applications cannot be
found in the information given to the public via

i nternet.

Due to the change in the publication systemthe public
had to | earn that they cannot trust exclusively the
publ i cation of the European patent application because
only a smaller nunber of applicants will wish to
designate all nenber states of the EPO so that a | ater
change in the selection of states will be the nost
likely outcone. It cannot be ignored that this practice
has an enornous inpact on the information habits of the
public. They were explicitly informed by the Ofice
that the final information about designated states can
only be expected within one year (after the publication
of the Search Report) or even |ater.

In the view of the party it mght seemto be unfair to
informthe public in a way, which nmakes clear that the
correct information about the scope of the territorial
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protection cannot be found in the publication of the
application alone but at a later stage in the Register
and the Bulletin and at the same tinme restrict the
possibility of correction of an error still to a point
"early enough"” to indicate the correction already in
the very first publication of the patent application.
But it has to be pointed out that the information given
in the QI of the EPO concerning the new publication
practice excludes the applicability of the new practice
t o EURO PCT- appl i cati ons.

It is regrettable that the internet information does
not correspond conpletely to the text of the Ancillary
Regul ati on published in the QJ of the EPO and
particularly does not nmention that the changes in EPO
publications do not affect Euro-PCT applications.

The different treatnent of (direct) European patent
applications and EURO PCT-applications as far as
publication practice is concerned cannot be seen as a
contradiction to the |l egal provision of Article 150(3)
EPC because such a restriction of the applicability of
the new practices of the Ofice as far as publications
are concerned derives fromthe different time limts
resulting fromthe different steps which take pl ace
after the publication of the search report in European
pat ent applications and EURO PCT applications after
entering into the regi onal phase.

In the light of the foregoing considerations the Board
conmes to the conclusion that there is no reason to
deviate fromthe constant jurisprudence of the Boards
of Appeal (see point 4 of the decision) and to give up
in general the requirenment that a request for
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correction under Rule 88 EPC has to be filed
sufficiently early so that the public can be inforned
about when publishing the bibliographic data of the

i nternational application under the EPC for the first
tinme.

The Board furthernore sees no particul ar circunstances
in the case in suit which mght justify treating the
request for correction as exceptional and to allow the
correction despite of the publication of the
application, as was done in J 6/91 (QJ of the EPO

1994, 349). The di vergence of information given by the
Ofice via the official instrunent (the Patent
Bul l etin) and as a custoner service via internet cannot
be interpreted as special situation, as it is still the
Patent Bulletin which has the necessary official
character to be relied upon.

The sophisticated character of the invention and the
conpetitors (as it was argued by the appellant) cannot
be accepted as creating extraordinary circunstances

whi ch would allow the correction of an error even after
publication of the bibliographic data. The public

al ways is taken as a whole and differences according to
different fields of technol ogy have never been nade as
far as their right to reliable information fromthe

O fice is concerned.

When regarding a request for correction under Rule 88
EPC the Board has furthernore to consider the limted
function of this Rule in the systemof |egal renedies
provided for in the EPC (see above point 4, functional
restriction). As already nentioned above, Rule 88 EPC

concerns the correction of errors in docunents filed
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with the EPO. According to the first sentence a
correction is limted to linguistic errors, errors of
transcription and m stakes in any docunents filed with
t he EPQO

Therefore a correction under Rule 88 EPCis a
procedural neans available to rectify m sleading

i nformati on caused by such an error. The established
case | aw of the Boards of appeal also allows correction
under Rule 88 EPC of the content of a docunent filed
with the EPO even if the correction |eads to an
amendnment or to a revocation of the procedural
declaration or act relative to this docunent, whereby
rights of the party concerned can arise or a waiver of
rights can be rescinded.

But such a correction cannot have any effect on the
procedural situation that has already ensued in direct
or indirect consequence of a witten error by failure
to neet atinme limt during the pending proceedings. In
the present case, appellant's request for correction is
aimed at cancelling the legal effect under Rule 108(2)
i.e. at reversing the legal effect that the designation
of France was deened to be withdrawn since there was no
designation fee dedicated to France and no additi onal
fee was paid within the period of grace under Rule
85(a) by 20 Decenber 2000.

To cancel procedural effects after failure to neet a
time limt would be to apply Rule 88 EPC beyond its

cl ear and unanbi guous wording (cf. J 25/01 supra) and
woul d violate the scope of application of Article 122
EPC whi ch stipul ates specific requirenents for grant of
re-establishment of rights. This conclusion is
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confirmed by Article 122(5) EPC which strictly forbids
re-establishment of rights after failure to neet the
time limt under inter alia Article 79(2) EPC. Article
122 EPC provides for a re-establishnent of rights where
t he applicant or proprietor of a European patent was
unabl e to observe a tine limt vis-a-vis the EPO and in
consequence a |loss of rights occurred. If the
requirenments of this provision are net - other than by
a correction under Rule 88 EPC - the procedural effect
is cancelled, and the fornmer procedural situation
reinstated, so that the applicant's rights are re-
established. Thus, such a request for restitutio in
integrumis the appropriate nmeans to restore the
procedural situation before the failure to neet a tine
[imt. But according to Article 122(5) EPC restitutio
inintegrumis excluded after failure to neet a tine
[imt under Article 79 or Rule 104(1)(b) in conjunction
with Rule 85a EPC (see G 3/ 91 QJ EPO 1999, 8). In

ot her words, the renmedy of restitutio in integrumis
not available to redeemthe applicant’s |oss of rights
that has occurred as a consequence of the failure to
pay the designation fee for France at the end of the
peri od of grace under Rule 85a(2) on 20 Decenber 2000.

The strict provisions of Article 122(5) EPC nust not be
circunvented by the so-called retroactive effect of a
correction under Rule 88(1) EPC. The concl usion that
the so-called retroactive effect of a correction under
Rul e 88 EPC does not set aside the previous procedural
effects, but only causes the docunent corrected to be
considered fromthe time of correction and for future
as filed ab initio in the corrected version is already
stated in the Board' s decision J 03/01 (see
particularly point 10 of the reasons for the decision).
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Furthernore in decision J 27/96 (not published in QJ
EPO) the Board stated that a correction by the addition
of a designation does not nmean - despite its ab initio
effect - that the applicant is reinstated into the
procedural phase where designations can be made and
fees paid, meaning that the whol e procedure of that
phase becones available to the applicant again. The
Legal Board stressed that a correction of a mstake is
an isol ated procedural neasure and not a case of re-
establishment into a defined procedural phase as a
whol e. The sane concl usi on was reached by the Legal
Board in its decision J 21/84 (QJ EPO 1986, 75; see
also T 152/85 QJ EPO 1987, 191).

Al'l these decisions clarify that a correction under
Rule 88 EPC is a procedural act leading to the strictly
limted |legal effect of correction of a mstake in a
docunent filed with the EPO and that Rule 88 EPC does
not constitute nmeans of re-establishnment of rights
after failure to neet atinme limt as it is exclusively
regul ated by Article 122 EPC.

In the present case, Rule 88 EPC cannot be applied to
setting aside the |egal effect according to Rule 108(2)
EPC, nanely that the designation of the Contracting
state France for which no designation fee had been

dedi cated by 20 Decenber 2000 shall be deened to be

wi t hdr awn.

As al ready nentioned above, Rule 88(1) EPC confers a

di scretion of power to the Board for allow ng or not-
allowing a correction of an error since it is stated in
this rule that a respective error only "may be
corrected". Therefore as a result of the foregoing
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consi deration concerning the protection of the public
interests and the limted function of Rule 88 EPC, the
Board decides in the present case that a correction
under Rule 88(1) EPC cannot be allowed and appellant's
respective request is to be rejected.

For the sake of conpl eteness, the Board points out that
in the case under consideration the right for
correction under Rule 88 EPC cannot be re-established
as thereis notinme limt in Rule 88 EPC which has to
be observed and therefore could be m ssed which is a
precondition for a request for restitutio in integrum
according to Article 122 EPC (a tine [imt which the
party was unable to observe for special circunstances)
is not fulfilled. There is only a factual tinme period
(as long as no definite procedural effects have
occurred) during which a request for correction of an
error under Rule 88 EPC is possible. This factual
period, sonetines called "Zeitgrenze" by the
jurisprudence, has not to be understood as a forna
time limt with a legally defined begi nning and end.
Once this factual tinme period has expired because a
procedural effect has taken place no | egal renedy
exists to set aside this effect.

Auxiliary request (Referral to the Enlarged Board of

Appeal )

The preconditions for a referral to the Enl arged Board
of Appeal are not given. The inpact of technical

devel opment on the information habits of the public

m ght be worth to consideration in the future by the
conpetent adm nistrative authorities of the EPO as this
is a practical question which mght one day led to
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amended rules or regulation. It is clearly not a |egal
question. And the Enl arged Board of Appeal is only
conpetent to decide on points of |aw.

As the Board in its decision follows existing case | aw
and the question to be decided can be answered by the

Board itself with no uncertainty, the auxiliary request
has to be refused.

Or der

For these reasons it is decided that:

1. The request for referral to the Enlarged Board of
Appeal is refused.

2. The appeal is dism ssed.
The Regi strar: The Chai r man:
S. Fabi ani J.-C. Saisset
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