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Summary of Facts and Subm ssi ons

0891.D

Eur o- PCT patent application No. PCT/BE 95/ 00002 was
filed on 6 January 1995 by the applicant's predecessor,
the Rijksuniversiteit Gent, claimng two priorities of
11 and 24 January 1994. In the PCT-application form
anong ot her designation boxes for national patents, the
designation box for a regional patent EP was crossed.

I nternational publication took place on 13 July 1995,
with regard to the EP- designation nentioning all the
t hen menber states according to the so-called
precautionary designation provided for in the
designation box for the regional patent EP

In a letter received by the EPO on 11 July 1996 the
appel l ant requested entry into the regional phase
before the EPO as el ected office. On using EPO

Form 1200.4 07.94 for this request, in section 10.1
check- boxes were only marked for G eece, Luxenbourg,
Monaco and Portugal, stating that designation fees were
paid in respect of these EPC-Contracting States.
According to the pre-printed formbox 10.2 was ticked
thus indicating that at present it was not intended to
pay designation fees for the EPC Contracting States not
mar ked in section 10.1 but designated in the
international application and in respect of these
designation fees with waiver clause for a comunication
under Rule 85a(l1l) EPC and furthernore for a

comuni cation under Rule 69(1) EPC after the tine limt
under Rule 85a(2) EPC had expired. Designation fees for
four states were sinultaneously paid. The nention of
the international publication was published on

25 Septenber 1996 indicating that designations for the
EPC- Contracting states G eece, Luxenbourg, Monaco and
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Portugal were valid.

In a letter dated and received on 25 March 1998 the
applicant's representatives requested correcti on under
Rul e 88 EPC of the erroneous designation of G eece,
Luxenmbour g, Mnaco and Portugal instead of Austria,

Bel gium Swi tzerland and Liechtenstein, Germany,
Denmar k, Spain, France, United Kingdom Ireland, Italy,
Net her | ands and Sweden, the EPC-Contracting States the
applicant really intended to designate. As evidence
copy of a fax fromWVl aans Interuniversitair Instituut
voor Biotechnol ogie, |egal successor to the applicant,
was filed with the instruction to designate EP with the
exception of Monaco, Luxenbourg, Portugal and G eece.
It was explained that the secretary msinterpreted the
said instruction when filling in the formand that
"al t hough designations are routinely checked by the
representative upon signing the form in this
particul ar case the error was unaccountably not
observed". Sinultaneously was paid the anmount of
DEM 4. 200 for "additional designation fees”

The EPO rejected the request for correction of the
designated States in the contested decision of 8 May
2001. The reasons for the decision can be summarised as
fol |l ows:

- Al t hough there was no doubt that a mistake in
i ndi cating the wong EP-desigation states had
occurred, the request for correction under Rule 88
EPC coul d not be all owed, because the applicant
had not asked for correction in due tine.

- According to the case | aw of the Boards of Appea
t he request for correction under Rule 88 EPC nust
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be made early enough for a warning to be included
in the publication of the application. This tine
[imtation was necessary to safeguard the
interests of the public in being able to rely on
the correctness of the published data, in
particular with regard to the (nmaxi mum
territorial scope of protection.

- The applicant's request that alternatively two
points of |law be referred to the Enlarged Board of
Appeal by the President of the EPO was al so
rejected, since the President may only nmake a
referral where two boards of appeal nake different
deci sions in respect of the sane question and a
board of appeal may only make a referral when it
considers that a decision is required on a
guestion in a pending case. The requirenents were
not met for either of these alternatives.

On 6 July 2001 the applicant | odged an appeal agai nst
this decision and paid the appeal fee at the same tine.

Wth the grounds of appeal filed on 13 Septenber 2001
t he appel l ant subm tted that

- the EPO failed to correctly interpret the case | aw
on which it based its refusal of the request for
correction. Because the actually designated
contracting states are four of the five states
| east likely to be designated in any patent
application, it was obvious for every experienced
conpetitor that a m stake in designation had
occurred. So the public interest in maintaining
| egal security had been safeguarded in this case.
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- Furthernore the limtation in tinme of the
possibility for a correction under Rule 88 EPC is
di scri m natory agai nst Euro-PCT applicants and
therefore contrary to the provisions of
Article 50(3) EPC and Article 11(4) PCT. As the
established case law in principle requires a
correction under Rule 88 EPC to be requested
bef ore publication of the application, and as
m st akes in designations in respect of an Euro-PCT
application can only be made after publication of
t he application, Euro-PCT applicants are deprived
of a possibility to have erroneous designations
corrected. On the other hand, this possibility was
avai l abl e to direct European applicants under the
ol d system of designation being in force before
the 1 July 1997.

In reply to the Board' s communi cation dated 17 May 2002
t he appell ant subm tted that:

In EPO Form 1200 filed on 11 July 1996 an error in the
desi gnation of EPC-Contracting states had occurred,

whi ch coul d be corrected under Rule 88 EPC. Such a
correction had retroactive effect, so that the
procedure was restored to the state in which it would
have been had the m stake not been nmade. Therefore, the
paynment of DEM 4. 200 nmade when filing the request for
correction should al so be deened to have been nade at
the date of filing the original Form 1200, i.e. well
before expiry of the tinme imt of Rule 104(1)(b)(ii)
EPC.

Wth reference to Article 122 EPC, as nentioned in the
Board's Communi cation, it should be noted that the
exclusion in this paragraph 5 had been abolished in the
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new wordi ng of Article 122 EPC as drawn up at the
D pl omati c Conference of 20 to 29 Novenber 2000 and
adopted by the Adm nistrative Council on 28 June 2002.

Furthernore the EPO was partly responsible for the fact
that no warning was published before the publication,
because the way in which EPO Form 1200 i s worded, does
not allow an applicant any possibility of detecting a
m stake in the designations before publication. By
designating contracting states in section 10.1 of Form
1200 the pre-checked section 10.2 of the sanme form
forces the applicant to surrender his right to a
Conmmuni cati on under Rule 85a(1) EPC, which would
constitute the only opportunity to check whet her the
designations as filed were correct or not.

On the other hand the international publication

menti oned all EPC Contracting states and after
correction as requested the application will actually
cover only twelve of these sixteen states, so that the
public will not be faced with any unforeseen

desi gnat i ons.

Oral proceedi ngs took place on 13 February 2003.

In addition to their witten subm ssions the
Appel l ant's representatives observed that the case | aw
of the Boards of Appeal devel oped nore and nore in the
direction of striking a balance between the applicant's
interests and the interests of the public. These
requirenents for a correction under Rule 88 EPC were
clearly net in the present case.

Furthernore, if a retroactive correction under Rule 88
EPC of EPO Form 1200 dated 10 July 1996 were all owed,
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in section 10.1 designation fee boxes would then be
deened ticked for the twelve EPC Contracting states the
appellant really intended to indicate although
designation fees were paid only for four Contracting
States. As a consequence the EPO would need to issue a
comuni cation under Rule 85a(l1l) EPC to point out the
failure to observe the tine limt for paynent of 8 out
of 12 designation fees and to invite the applicant to
pay these 8 fees, or at |east that the EPO woul d need
to send out a comunication under Article 7(2) Rules
Relating to Fees to require the applicant to indicate
for which 4 of the designated states the paynent was
made for, or that the amobunt of 4 designation fees was
to be applied to the four designations appearing first
on the corrected formshowi ng the 12 designations the
appellant really wanted to indicate.

VI1I1. The appellant requested:

Mai n request

The deci sion under appeal be set aside and the request
for correction under Rule 88 EPC be all owed on the
basis that a m stake exists because the designations

ti cked on Form 1200 do not reflect the true intention
of the person on whose behalf it was filed and that the
application be remtted to the Receiving Section with
the order to send out a Comuni cation under Rule 85a(1l)
EPC to point out the failure to observe the tinme limt
for paynent of 8 out of 12 designation fees and to
invite the applicant to pay these 8 fees.

First auxiliary request

The deci sion under appeal be set aside and the request

0891.D Y A
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for correction under Rule 88 EPC be all owed on the
basis that a m stake exists because the designations
ticked on Form 1200 do not reflect the true intention
of the person on whose behalf it was filed and that the
application be remtted to the Receiving Section with
the order to send out a Conmmuni cation under

Article 7(2) RRF to require the applicant to indicate
for which 4 of the 12 designated countries the paynent
was nmade.

auxi liary request

The deci sion under appeal be set aside and the request
for correction under Rule 88 EPC be all owed on the
basis that a m stake exi sts because the designations
ticked on Form 1200 do not reflect the true intention
of the person on whose behalf it was filed and to apply
t he amobunt of 4 designation fees to the four

desi gnations appearing first on the corrected form
showi ng the 12 designations for AT, BE, CH LI, DE, DK
ES, FR, GB, IE, IT, NL and SE.

Third auxiliary request

0891.D

The follow ng point of |law be referred to the Enl arged
Board of Appeal

"Is alimtation in tine on the possibility of
correction under Rule 88 EPC, which allowed direct

Eur opean applicants - under the old version of

Art. 79 (2) EPC - a possibility of correction that was
not available to Euro-PCT applicants, allowable in view
of Art. 150 (3) EPC in conbination with Art. 11 (4)

PCT 2"
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and that a decision on the request for correction be
deferred until the Enlarged Board of Appeal has
deci ded.

Fourth auxiliary request

The follow ng point of |law be referred to the Enl arged
Board of Appeal

"1. May the EPO as a general rule force an applicant
for a European patent, through use of a formas
prescribed by Rule 26 (1) EPC, to relinquish a right
provided for in the EPC to receive a notification
pointing out a failure to observe atime limt ?

2. If the answer to question 1 is in the affirmative,
may the EPO force an applicant to relinquish this right
if the time limt in question is excluded fromthe
possibility of re-establishnent under Art. 122 EPC ?

3. If the answer to question 1 is negative, may the
failure to provide such notification be invoked by an
applicant wishing to redress a loss of rights resulting
fromthe failure to observe the tine limt?"

and that a decision on the request for correction be
deferred until the Enlarged Board of Appeal has

deci ded.

Fifth auxiliary request

The follow ng point of |law be referred to the Enl arged
Board of Appeal

"1. In viewof the "ab initio" effect of corrections

0891.D Y A
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made under Rule 88 EPC, are the tinme |limts under

Rul e 85a EPC applicable to a request for correction of
desi gnations under Rul e 88 EPC when al |l owance of such
correction would result in a greater nunber of
designations than that for which designation fees have
been paid ?

2. If the answer to question 1 is in the affirmative
can designation fees already paid for the incorrectly
designated contracting states be reassigned to the
correct designations ?

3. If the answer to question 2 is in the affirmative,
should Article 7 (2) RRF or Article 9 (2) RRF apply ?"

and that a decision on the request for correction be
deferred until the Enlarged Board of Appeal has
deci ded.

Reasons for the Deci sion

1. The appeal conplies with Articles 106 to 108 and
Rules 1(1) and 64(b) EPC and is therefore adm ssible.

Mai n request

2. It is the purpose of the main request to change the
territorial scope of protection from G eece,
Luxenmbour g, Mnaco and Portugal, which the Euro-PCT
application presently enconpasses, into Austria,

Bel gium Sw tzerland and Liechtenstein, Cermany,
Denmar k, Spain, France, United Kingdom Ireland, Italy,
Net her |l ands and Sweden, the EPC Contracting states the
appellant really intended to designate.

0891.D Y A
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As the Board has already pointed out in its

conmuni cation dated 17 May 2002, the 31-nonth period
for entry into the regional phase before the EPO as

el ected office (Article 39(1)(a,b) PCT in conjunction
with Rule 104b(1)(ii) EPCin the then valid version)
ended with respect to the Euro-PCT application under
consideration on 11 August 1996. Designation fees were
paid on 11 July 1996 for the four EPC Contracting
states G eece, Luxenmbourg, Mnaco and Portugal. The
period for validly paying additional designation fees
under Rule 85a(2) EPC expired on 11 Cctober 1996

wi t hout any further contracting state having been

desi gnat ed t hrough paynent of designation fees.
According to Rule 104c(2) EPC in the then valid version
this has the consequence that the other EPC Contracting
states indicated with the so-called precautionary
designation provided for in the PCT application form
i.e. Austria, Belgium Swtzerland and Liechtenstein,
Germany, Denmark, Spain, France, United Kingdom
Ireland, Italy, Netherlands and Sweden were deened to
be wi thdrawn since the designation fees for these EPC
Contracting states had not been paid in due tine.

The paynent of designation fees for 12 contracting
states with surcharge carried out on 25 March 1998
together with the request for correction under Rule 88
EPC coul d not reverse the |egal effect of Rule 104c(2)
EPC. Therefore, the loss of rights for designations
after expiration of the tinme Iimt under Rule 104b(1)b
EPC in connection with Rule 85a(2) is not based on the
failure to indicate designations but on the failure to
pay the designation fees for these states in due tine.
The |l atter cannot be renedi ed by a correction under
Rul e 88 EPC.
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The appel |l ant argues that a correction under Rule 88
EPC of the indications in section 10.1 of EPO Form 1200
filed upon entry into the regional phase before the EPO
on 11 July 1996 would lead to the indication of the
twel ve EPC Contracting states he really intended to
designate. Wth regard to the acknow edged retroactive
effect of such a correction under Rule 88 EPC this
woul d have the consequence that the EPO has to issue a
comuni cation under Rule 85a(l1l) EPC since designation
fees were paid only for four contracting states (this
situation not falling within the effect of the waiver

cl ause in section 10.2 of the EPO Form 1200) thus
triggering the one nonth time limt for paynent of

ei ght additional designation fees.

Rul e 88 EPC concerns the correction of errors in
docunents filed with the EPO. According to the first
sentence a correction is restricted to |linguistic
errors, errors of transcription and m stakes in any
docunents filed with the EPO Therefore a correction
under Rule 88 EPC is an instrunent available only to
rectify m sleading informati on caused by such an error
in docunents. But such a correction cannot have any
effect on the procedural situation that has already
ensued in direct or indirect consequence of a witten
error. To cancel procedural effects which have already
occurred would be to apply Rule 88 EPC beyond its clear
and unanbi guous wor di ng.

This conclusion is confirmed by Article 122(5) EPC.

Article 122 EPC provides for a re-establishnment of
rights where the applicant or proprietor of a European
patent was unable to observe a tine limt vis-a-vis the
EPO and i n consequence a |loss of rights occurred. If
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the requirenents of this provision are net - other than
by a correction under Rule 88 EPC - the procedural
effect is cancelled, and the forner procedural
situation reinstated, that is the applicant's rights
are re-established. Thus such a request for restitutio
inintegrumis the appropriate instrunment for - certain
- procedural situations to be rectified. But according
to Article 122(5) EPC the provisions of this Article
are not to be applicable to the tine limts referred to
in Article 79, Rule 85a and Rule 104b(1)(b) EPC (see

G 3/ 91 Q3 EPO 1999, 8). Thus the instrunent of
restitutio in integrumis not available to renedy a

| oss of rights that has occurred as a consequence of an
applicant's not having observed the tine limts for
paynment of designation fees.

As the appellant has correctly submtted,

Article 122(5) EPC was del eted by the D plomatic
Conference 20 - 29 Novenber 2000(see Special Edition 4
of QJ EPO 2001, page 33). But this anendnment had not
yet entered into force. Thus according to Article 8(2)
EPC anmended version (see Special edition 4 Q3 EPO 2001
page 50) the valid text of the EPC is the unanended
one.

The conclusion that the so-called retroactive effect of
a correction under Rule 88 EPC does not set aside the
previ ous procedural effects, but only causes the
docunent corrected to be considered fromthe tine of
correction and for future as filed ab initio in the
corrected version is already stated in the Board's
decision J 03/01 (see particularly point 10 of the
reasons for the decision), which was sent to the
appel l ant as an annex to the summons to the oral
proceedi ngs dated 2 October 2002. Furthernore in
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decision J 27/96 (which is cited in decision J 03/01)
the Board stated that a correction by the addition of a
desi gnation does not nean - despite its ab initio
effect - that the applicant is reinstated into the
procedural phase where designations can be made and
fees paid, neaning that the whole procedure of that
phase becones available to the applicant again. The
Legal Board stressed that a correction of a mstake is
an isol ated procedural neasure and not a case of re-
establishment into a defined procedural phase as a
whol e. The sane concl usi on was reached by the Legal
Board in its decision J 21/84 (QJ EPO 1986, 75; see
also T 152/85 QJ EPO 1987, 191).

Remtting the application to the departnment of the
first instance with the order to send out a

comuni cation under Rule 85a(l1l) EPC and to invite the
applicant to pay eight additional designation fees, as
i ntended by the main request, would restore the
application to the procedural situation it enjoyed upon
entry into the regional phase before the EPQO, thus not
only cancelling the procedural fact of the paynent for
the four contracting states G eece, Luxenbourg, Mnaco
and Portugal, that took place on 11 July 1996 but al so
cancelling the |l egal effect prescribed by Rule 104c(2)
EPC (in the then valid version).

The question whether or not the application under

consi deration nmeets the requirenents devel oped by the
jurisdiction of the Boards of Appeal with respect to an
al  owabl e correction under Rule 88 EPC saf eguarding the
interests of the public is not decisive for the case
under consi deration.

As the Board has already stressed above (see points 4



0891.D

- 14 - J 0025/ 01

and 5),a correction of the msleading information in
section 10.1 of the EPO Form 1200 filed on 11 July
1996, that the appellant intended to pay designation
fees for the contracting states G eece, Luxenbourg,
Monaco and Portugal would not cancel the |egal effect
determ ned by Rule 104c(2) EPC (in the then valid
version) that occurred after expiry of the 33 nonth
time limt on 11 Cctober 1996. Therefore the instrunent
of correction under Rule 88 EPC is not applicable at
all in the present case.

In this context it should be enphasized that after the
i ntroduction of the so-called precautionary designation
under the PCT and the anmendnent of Rule 85 a EPC in
1989 the designation system depends not only on the
respective indications that have been nade in a Euro-
PCT application but also on the observation of the tine
l[imts referred to in Rule 104b(1)(b)(ii) (the then
valid version), Article 79(2) and Rul e 85a EPC.

The amended desi gnati on system i nposes an obligation on
the applicant not only to fill in the application form
correctly but also to check the tine Iimt provided for
suppl ementary paynment of designation fees with
surcharge. |If the appellant's representati ves had
checked this tinme [imt on the basis of their
application file, they would have detected the fax from
VIl aans I nteruniversitair Instituut voor Biotechnol ogie
with the correct instruction for designation and thus
had the possibility to correct their error by

suppl ement ary paynment of designation fees in due tine.

Therefore it was not the use of EPO Form 1200 with a
pre-printed waiver clause in section 10.2 that caused
the loss of rights to a European patent for the
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contracting states the appellant really intended to
desi gnat e.

In this context it is to be pointed out that an Euro-
PCT applicant is not conpelled to use EPO Form 1200
upon entry into the regional phase before the EPO as it
is clear fromRule 49.4 PCT and as was nentioned in the
letter of the Receiving Section dated 18 August 1995
addressed to the appellant's representatives (see
supplenment 1 to QJ EPO 12/1992 Introduction A 2).

Therefore the main request for correction under Rule 88
EPC is not allowable since it is ained not nmerely at
correcting an error in the docunents but also at
reversing a procedural effect that has already taken

pl ace and at cancelling a | egal effect prescribed by
Rul e 104c(2) EPC.

First auxiliary request

11.

0891.D

From t he observati ons above (see points 4, 5 and 7) it
follows that the correction under Rule 88 EPC as
requested with the first auxiliary request cannot
effect the procedural situation already occurred when

t he appel l ant paid four designation fees with the

i ndi cation that the paynent was in respect of the
contracting states G eece, Luxenmbourg, Mnaco and
Portugal . Thus the requirenent of Article 7(2) RRF that
t he purpose of the paynment cannot inmredi ately be

est abli shed was not fulfilled at the tine the paynent
of designation fees was received by the EPO Correction
under Rule 88 EPC does not reinstate the procedural
phase at which the original paynent was received by the
EPO and therefore, no conmmunication under Article 7(2)
RRF coul d be required by the appellant's request for
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correction of designations. Additionally the Board
states that indicating four out of the twelve
Contracting states the appellant really intended to
designate would not correct the error that really
occurred when conpleting section 10.1 in EPO Form 1200
dated 10 July 1996

Therefore the first auxiliary request is al so not
al | onabl e.

Second auxiliary request

12.

The sane reasons as set out under point 11 apply to the
second auxiliary request which is therefore al so not
al | onabl e.

Third auxiliary request

13.

0891.D

The question submtted by the appellant to be referred
to the Enlarged Board of Appeal is not relevant to the
case under consideration because it is ained at the
requirenents for a tinme limt for a correction under
Rul e 88 EPC devel oped by the jurisdiction of the Boards
of Appeal. But this jurisdiction is not decisive for
this case because, as set out above under point 8, the
failure to pay the designation fees required in due
time cannot be corrected on the basis of and in
conjunction with the correction of an error accordi ng
to Rule 8 first sentence EPC (cf. J 21/84 supra).
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Fourth auxiliary request

14.

As set out above under point 10, referring to Rule 49.4
PCT and supplenment 1 to QJ EPO 12/1992, a Euro-PCT
applicant is by no neans legally obliged to use EPO
Form 1200 upon entry into the regional phase before the
EPO. Therefore the question submtted by the appell ant
to be referred to the Enlarged Board of Appeal with its
fourth auxiliary request is also not relevant to the
case under consi deration.

Fifth auxiliary request

15.

0891.D

The question submtted by the appellant with its fifth
auxiliary request and intended to be referred to the
Enl arged Board of Appeal is as irrelevant to the case
under consideration as the question submtted with its
third auxiliary request. The core of these questions is
ai med at the question of whether or not the "ab initio
effect” of a correction under Rule 88, first sentence
EPC has the additional effect of re-establishnment of
the right to pay designation fees after the time limt
set by Rule 104b(1)(b) EPC, which is, according to the
consi stent case law (J 21/ 84; J 27/96; J 03/01 supra),
to be denied. As there is no jurisdiction to the
contrary the requirenents under Article 112(a) EPC are
not fulfilled and the Board considers that a decision
of the Enlarged Board of Appeal is not required.
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Or der

For these reasons it is decided that:

1. The requests to refer questions to the Enl arged Board
of Appeal are refused.

2. The appeal is dism ssed.
The Regi strar: The Chai r man:
S. Fabi ani J.-C. Saisset
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