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Summary of Facts and Subm ssi ons
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Thi s appeal has been | odged agai nst the decision of the
Recei ving Section of the European Patent O fice dated
14 February 2001 to refuse a request for correction
pursuant to Rule 88 EPC as well as a request for re-
establishment of rights pursuant to Article 122 EPC,
bot h requests concerning Euro-PCT application

No. 97951734.9 (PCT/ US97/23298).

The rel evant matters regardi ng said requests can be
sumari zed as foll ows:

(i) In aletter dated 24 March 2000 the applicant's
Eur opean patent attorney requested correction
pursuant to Rule 88 EPC of an error in EPO Form
1200 (pertaining to entry into the regional phase
before the European Patent O fice) despatched to
the EPOwth a letter dated 19 May 1999, the error
being the omtted indication in Section 10 of the
formthat the designation fees were also to be
paid in respect of GCernmany.

The request was based on the allegation that the
i ndi cati on above was omtted due to an error on
the part of the applicant's US attorney when
instructing the applicant's European patent
attorney. The follow ng circunstances in
particular were cited:

a. On 8 May 1999 the applicant instructed his
US attorney, by fax, to enter his PCT
application into the European regi onal phase
desi gnating France, the United Ki ngdom
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Ireland, Germany, Italy, Spain, Portugal,

Swi tzerl and, Bel gium Luxenbourg, the

Net her | ands, Sweden and Austria. Denmark and
Fi nl and were subsequently added to the above
list in the fax by the applicant's US
attorney during a tel ephone conversation

wi th the applicant;

b. On 13 May 1999 the applicant's US attorney

despatched a letter instructing the European
attorney to take the necessary steps before
the EPO This letter included a |ist of
countries to be designated in the European
regi onal phase and nentioned all the
countries specified by the applicant except
Germany, which was omtted due to an
oversight on the part of the US attorney;

C. On 22 February 2000, in a neeting between
the applicant and his US attorney, the
applicant becane aware, for the first tineg,
t hat Germany had not been designated in the
Eur opean appl i cati on.

In the sanme letter, correction of the fee voucher
(EPO Form 1010) was al so requested accordi ngly
(i.e. with reference to the anmount of the
designation fees).

Furthernore the applicant's representative
requested that a communication pursuant to

Rul e 85a(1) EPC be issued, inviting himto pay the
unpai d designation fee (i.e. the fee concerning

t he designation of Germany) and authorized the EPO
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to debit the anmount of the fee and any surcharge
shoul d the request for correction be all owed.

(i) Inaletter dated 20 April 2000 the applicant's
representative requested in the alternative re-
establishment of rights pursuant to Article 122
EPC with reference to the time limts for the
paynent of the designation fee concerning the
desi gnation of Gernmany.

Such a request was based on the sane circunstances
descri bed under points (i) a. - c. above. The
applicant's representati ve naintained that, since
t he non-paynent of the designation fee for Germany
on entry of the PCT application into the regional
phase before the EPO was due to an oversight on
the part of the applicant's US attorney, it was
evident that the resulting | oss of rights was not
the fault of the applicant. Hence there was no
reason to doubt that the applicant had taken al
due care required by the circunstances and that,
therefore, his right to the designation of Germany
had to be re-established pursuant to Article 122
EPC.

In a letter dated 8 August 2000 the Receiving Section
of the EPO infornmed the applicant that neither request
was to be considered as all owabl e.

Following a letter containing comments by the
applicant's representative dated 14 Septenber 2000, the
Recei ving Section, on 14 February 2001, decided as
follows: "1. The request for correction by adding the

m ssing designation of Germany is rejected. 2. The
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request for restitutio in integrumunder Art. 122 EPC

of the applicant in the right to be notified of a
conmuni cation under Rule 85a(l1l) EPC in respect of

paynent of the designation fee for Germany is rejected".

Notice of appeal against this decision was filed in a
letter dated 20 April 2001, received at the EPO on the
sane date. The appellant requested that the request for
correction by adding the m ssing designation of Germany
and/ or that the request for restitutio in integrum
under Article 122 EPC be granted. On the sane date the
appeal fee was paid.

In a letter dated 22 June 2001 and received at the EPO
on 25 June 2001 the statenent of grounds was filed. The
grounds of appeal are summarized as foll ows:

(i) The statenent in the decision under appeal,
according to which the neans of redress provided
by Rule 88 EPC is not available for correction of
EPO Form 1200, since this contains only a
declaration of intention on the part of the
applicant, cannot be accepted. The wordi ng of the
EPO form shows that it contains a positive
decl aration and not nerely an indication of
i ntention. Mreover, since EPO form 1200 and the
fee sheet are to be considered as docunents,

Rul e 88 applies also to them given that according
to its wording m stakes in any docunent filed with
t he European Patent O fice may be corrected on
request.

(ii1) The argument in the appeal ed decision that
indications relating to the purpose of fee paynent
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are not normally subject to correction under

Rul e 88 EPC nust be considered as erroneous, since
Article 7(2) of the Rules relating to fees applies
only to the different situation whereby the

pur pose of a paynent that has been nmade cannot be
established. Nor does Article 79(3) EPC apply to
the case in suit, since no request for refund or
change of purpose in respect of any fees that have
al ready been paid has been filed. On the contrary
all the applicant's paynents were effected in
accordance with his intentions. The non-paynent of
the designation fee for Germany was contrary to
the applicant's intention.

(iii1)The further statement in the decision under appeal
that the request for correction is not allowable
since an omtted paynent does not fall under
Rule 88 first sentence EPC is al so contested. What
has been requested is correction of EPO Form 1200
and the fee sheet filed wth the application.
Since these docunents contain a clerical error
correction of themis possible pursuant to Rule 88
EPC.

(iv) Should correction of Form 1200 be all owed as
requested, the issue of a conmunication pursuant
to Rule 85a(1l) EPC woul d be possi bl e.

(v) The request for re-establishnent of rights in
relation to the designation of Germany has to be
consi dered as all owabl e. The consequence of not
payi ng the designation fees is a | oss of rights.
The tinme limt provided for by Rule 104(1)(b)(ii)
EPC (replaced by Rule 107(d) EPC as from 1 March

2193.D
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2000) for paynent of designation fees is not
specifically excluded fromrestitutio in integrum
pursuant to Article 122(5) EPC. |nstead,

Article 122(5) EPC refers to Article 79(2) EPC in
relation to the paynent of the designation fees.
The latter article does not apply in the present
case where the tinme limt for paynent of
designation fees is governed by Rule 104(1)(b)(ii)
EPC (replaced by Rule 107(d) EPC)

(vi) In order to avoid any possible prejudice to the
public in the event that a designation of Germany
is allowed, the appellant is prepared to
relinquish any rights conferred under Article 67
inrelation to Gernmany.

Wth the statenent of grounds the appellant requested
that oral proceedi ngs be convened under Article 116 EPC
prior to any decision to dismss the appeal either in
part or inits entirety.

On 25 Septenber 2002 the rights concerning the
application in suit were transferred fromthe forner
applicant M Jean Pierre Iribar to Stratek Plastics
Limted, an Irish corporation.

On 5 March 2004 the board of appeal issued a
conmuni cation pursuant to Article 11(1) of the Rules of
Procedure of the Boards of Appeal.

At the oral proceedings held on 15 June 2004 the
appellant's representative requested that the decision
under appeal be set aside and that the request for
correction by adding the m ssing designation of Germany
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be allowed with the consequence that a comuni cation
pursuant to Rule 85a(1l) EPC be issued (main request)
and/ or that the request for restitutio in integrum
under Article 122 EPC be admitted (subsidiary request).

Reasons for the Decision

2193.D

The appeal conplies with Articles 106 to 108 and
Rules 1(1) and 64 EPC and is therefore adm ssible.

Mai n request

a. According to the docunents on file it is evident
that in the PCT application Germany was nenti oned
as a designated state (see PCT application, page 1
of the panmphlet). On entry into the regional phase
before the EPO the applicant's European
representative filled in EPO Form 1200. Secti on
10.1 of this formlists the contracting states
(designated in the international application) in
respect of which designation fees are to be paid.
The applicant's representative omtted to mark
Germany with a cross in this section. The
appellant's representative naintains that said
om ssion was due to a m stake and requests
correction pursuant to Rule 88 EPC.

b. As already nentioned in the comunication sent to

t he appellant on 5 March 2004, the board is
satisfied that, as a matter of principle, Rule 88
EPC can be applied for the correction of m stakes
in Form 1200, Section 10.



2193.D

- 8 - J 0016/ 01

However, with reference to the case in point, the
requi renents provided for in Rule 88 EPC for a
correction to be allowed cannot be considered as
fulfilled. According to the first sentence of said
rule, "Linguistic errors, errors of transcription
and m stakes in any docunent filed with the

Eur opean Patent O fice nmay be corrected on
request”. The fact that the applicant's
representative omtted to mark Germany with a
cross in Section 10.1 of Form 1200 can clearly be
considered neither as a linguistic error nor as an

error of transcription.

In the statenment of grounds the appellant's
representative nade reference only to the | ast
expression provided for in the first sentence of
Rule 88 EPC in that he maintained that the omtted
i ndication was to be considered as a "m stake in a

docunent .

As already explained in the comunication dated
5 March 2004, the board cannot share this
argunment. The only interpretation of this
expression which is consistent wwth the ratio
legis and, in particular, with the protection of
the public interest, is that the provision under
consideration relates only to m stakes which are
contai ned in the docunment and can be identified in
t he context of the docunment itself. The wording
used by the legislator in the three official

| anguages ("m stakes in any docunment filed with
t he European Patent O fice", "Unrichtigkeiten in
den bei m Eur opai schen Patentant eingereichten

Unterl agen"” and "erreurs contenues dans toute
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pi éce soumise a |'Ofice européen des brevets")
seens to support the above interpretation. In

ot her words, contrary to the appellant’'s
subm ssi ons, m stakes deriving fromthe wong
intention of the person who wote the docunent
cannot be considered as m stakes in the docunent
since, in this case, the docunment mrrors exactly
such (wong) intention. It follows that the w der
interpretation proposed by the appellant,
according to which the erroneous om ssion in Form
1200, being the consequence of a wong instruction
given by the inventor's US patent attorney to the
Eur opean representative, can also be corrected
under Rule 88 EPC, cannot be accepted, since this
is a mstake relating to the (wong) intention of
t he author and not a m stake in the docunent. It
has to be pointed out that the w der
interpretation proposed by the appellant could
have the effect that the public could hardly trust
a docunent filed by an applicant, know ng that
such docunent could be corrected at any time if

t he applicant proved that the intention of its

aut hor was erroneous.

Moreover it nust be stressed that the appell ant
not only omtted the designation of Germany in
Section 10.1 of Form 1200, but also omtted to pay
the designation fee relating to this contracting
state. According to the case | aw of the boards of
appeal (see J 27/96, paragraph 2 of the reasons;

J 21/ 84, paragraphs 7 and 8 of the reasons),
failure to pay a fee in due tinme is not a m stake
t hat can be corrected under Rule 88 EPC, and is
therefore a failure which cannot be renedied.
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At the oral proceedings the appellant's patent
attorney referred to the principle of protection
of legitimate expectations and enphasi sed that the
omtted designation was a result of a m stake nade
in good faith.

The principle of protection of legitinmate
expectations requires the EPO to warn the
applicant of any loss of rights if such a warning
can be expected in all good faith; this
presupposes that the deficiency can be readily
identified by the EPOwW thin the framework of the
normal handling of the case at the relevant stage
of the proceedings and that the user is in a
position to correct it within the tine limt

(G 2/97, paragraph 4.1 of the grounds). In the
case in suit this principle does not apply since a
readily identifiable deficiency is m ssing and
hence no warning by the EPO coul d be expect ed.
Reference is made to Section 10.2 of Form 1200,
according to which: 1) the applicant declares that
he does not intend to pay designation fees for the
EPC contracting states not marked with a cross
under Section 10.1 but designated in the

i nternational application; 2) the applicant

decl ares that no communi cati on under Rul e 85a(1)
EPC in respect of these designation fees needs to
be notified. If such fees have not been paid by
the tine the period of grace allowed in

Rul e 85a(2) EPC expires, the applicant requests

t hat no communi cati on be sent under Rule 69(1)
EPC. By signing the formthe applicant has al so
signed the above decl arations and accepted them
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e. The request for correction being rejected for the
above reasons, the dependant request for the issue
of a communication pursuant to Rule 85a(1) EPC
cannot be grant ed.

Auxi | iary request

The appel | ant requested re-establishment of rights on
t he assunption that, since the non-paynent of the
designation fee for Germany was due to an oversi ght on
the part of the applicant's US attorney, it was evident
that the resulting loss of rights was not the fault of
t he applicant. Hence there was no reason to doubt that
t he applicant had taken all due care required by the
circunstances. He further nmaintained that the tine
[imt for paynment of designation fees provided for by
Rule 104(1)(b)(ii) EPC (replaced by Rule 107(d) EPC as
from1l March 2000) is not specifically excluded from
restitutio in integrumpursuant to Article 122(5) EPC.

In the board's view, already expressed in the
conmuni cation of 5 March 2004, the appellant in the
case in suit cannot be re-established in his rights
with reference to the omtted paynent of the
designation fee, whatever the reasons for this

omi ssi on.

Reference is nade to the principle set out in G 5/93
(QJ EPO 1994, 447, also quoted in the decision under
appeal ), according to which the provisions of

Article 122(5) EPC apply to the tinme limts provided
for in Rule 104b(1)(b)(i) and (ii) in conjunction with
Articles 157(2)(b) and 158(2) EPC. In other words, the
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Enl arged Board of Appeal pointed out in this decision
that the possibility of re-establishment of rights is
excluded for direct European applicants in a case where
the time limts provided for, in particular, in

Article 79(2) EPC (concerning paynent of the

desi gnation fee) have not been respected; and that

t herefore, pursuant to Article 48(2)(a) PCT (according
to which any contracting state for reasons adm tted
under its national law, and therefore also the European
Patent O fice for reasons adm tted under European |aw,
shal | excuse any delay in neeting any tinme limt), the
EPO is not obliged to give a Euro-PCT applicant the
possibility of being re-established in the time limts
for paying Euro-PCT fees, and in particular the
designation fees provided for in Rule 104b(1)(b)(ii)
EPC, now Rul e 107(1)(d) EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana J.-C. Saisset
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