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Summary of Facts and Submn ssions

The appel | ant, Johnson & Johnson Consuner Conpani es,
Inc., filed an international patent application

PCT/ US98/ 02618 with the USPTO as Receiving O fice on
6 February 1998 claimng two US priorities of

12 February 1997 and 29 January 1998.

On page 3 of the Request Form (PCT/RQO 101; July 1997
USPTO) as filed, the designation boxes for all nationa
patents were marked but none for a regional patent.

1. Publ i cation of the international application
(WD 98/ 48775) took place on 5 Novenber 1998 indicating
all national states as marked in the application Form
menti oned above and w t hout any warni ng published under
Rul e 91.1(f) PCT.

L1l By fax-letter of 15 October 1999 received by the
Eur opean Patent O fice on 18 October 1999, the
appel l ant’ s European representative requested
correction of the PCT Formfiled with the USPTO to
i ndi cate designation of the European Patent O fice in
the international application and requested that the
i nternational application be treated as entering the
regi onal phase in the European Patent O fice under
Chapter Il PCT. In this letter, the representative
submtted that the fact that none of the boxes for
regi onal patents were marked with a cross was the
result of a clerical error. A nunber of facts would
indicate that applicant’s clear intention was to
desi gnate the European Patent O fice, nanely:

(a) Al nost every PCT application which was filed by
Johnson & Johnson subsequently entered the

1706.D Y A



1706.D

(b)

(c)
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regi onal phase before the European Patent O fice.
It was inconceivable that the applicant in this
case intended to desighate countries such as St.
Luci a and Lesotho, but not the European Patent
Ofice.

The European Patent O fice was chosen by the
applicant as the International Searching Authority
and the International Prelimnary Exam ning

Aut hority.

The applicant believed that the European Patent

O fice had been designated. As evidence of this,
reference was nade to a copy of a letter received
by the European representative on 5 August 1999
stating that “the subject PCT application has been
filed in the US Receiving Ofice with the European
Patent O fice naned as a desighated office".

On 20 Cctober 1999 the appellant filed EPO Form
1200.1 (EPA/EPO CEB, 04 99) for entry into the
regi onal phase before the EPO indicating that
designation fees were paid in respect of the
Contracting States AT, CH LI, DE, DK, ES, FI, PT
and SE.

By a decision of the Receiving Section dated
15 Decenber 2000 both the request to process the
international application in the regional phase before

the EPO as elected Ofice and the request for

correction of the PCT request by adding the m ssing

desi gnation EP were rejected.

In the reasons for the decision it was stated that in

t he absence of a proper designation in the
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I nternational application the EPO could not act as a
designated or elected Ofice. In the present case,
Article 26 PCT and Rule 88 EPC could not be applied to
correct the fact that the “EP” box, by m stake, was not
checked in the PCT request. Failure to have desi gnated
EP in the request was not a case for non-conpliance
with the PCT provisions and therefore the requirenents
of Article 26 PCT were not fulfilled. Mreover, no
statenment of facts had been filed by the applicant in
respect of the circunstances under which the error
occurred. Applicant’s letter received by the European
representative on 5 August 1999 did not provide
adequat e evi dence of the applicant’s true intention on
filing. Furthernore, according to the established case
| aw of the Boards of Appeal the correction of m stakes
concerning the designation nust be nmade sufficiently
early to allow at least a warning to be included with
the publication of the international publication and no
speci al circunstances had been submtted indicating
that the interest of the public was safeguarded if the
correction had been allowed after the publication.

The applicant appealed by fax-letter received on

21 February 2001 agai nst this decision, requesting that
t he decision be set aside and that the application
proceed as requested by letter of 15 October 1999 (cf.
point Ill supra). The appeal fee was paid by debiting

t he deposit account of the representative on the sane
dat e.

In the grounds of appeal the appellant submtted that
Article 26 PCT and Rul e 88 EPC were applicable and

poi nted out that the EPO had jurisdiction to decide on
the request for correction since, if the error was
corrected, the request Form woul d be deened to have
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i ncl uded the European Patent O fice as a designated
of fice ex tunc.

Together with the grounds of appeal the appellant filed
a copy of a declaration of appellant's patent attorney
and a so-called affidavit of her secretary both dealing
with the circunstances of filing the international
application to provide evidence of their intention to
desi gnate EP as a regional patent in the internationa
application. The appellant contested that the burden of
proof in an application for correction of an error
under Rule 88 EPC was a “heavy one” and cl ai ned t hat
the standard of proof in the present case, as in any
civil proceedi ngs, was the “bal ance of probabilities”.

In reply to the Board s conmuni cati on dated 18 Decenber
2002 the appellant submtted that the nationa
designations in the published international application
war ned the public that patent protection of sone sort

m ght be obtained in the designated territories and
that third parties were not in any way di sadvantaged if
such protection was finally obtained through the

Eur opean Patent O fice, rather than through the

nati onal Patent O fices.

At the oral proceedings held on 6 June 2002 the

appel lant reiterated the argunents presented in witing
and additionally referred to the Legal Board decision

J 14/ 82 stressing that the jurisprudence had devel oped
to bal ance the rights of the applicant against the
rights of third parties. The bal ance had to be wei ghted
simlar to the principles laid down in Article 69 EPC
according to which the interpretation shall conbine an
appropriate protection for the applicant with
sufficient certainty for third parties. In the present
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case the risk for third parties was very snmall conpared
wWith appellant's interest for protection since the
nati onal applications published under PCT had the sane
effect for third parties as the designations now
requested by correction. The scope of protection under
the different patent | aws was substantially the sane
and the remaining differences were so small that no
third party could rely on these. Any practitioner
interested in the field of the invention would check
the EPO-register and would be inforned if the
correction requested was granted.

At the end of the oral proceedings the appellant
requested that the decision under appeal be set aside
and that the application be proceeded with as requested
in appellant's letter of 15 Cctober 1999.

Reasons for the Decision

1706.D

The appeal conplies with Articles 106 to 108 and with
Rule 1(1) and 64(b) EPC and is therefore adm ssi bl e.

Article 4(1)(ii), second sentence PCT requires an
appl i cant who wi shes to obtain a regional (in this case
Eur opean) patent to indicate so in the request. To
facilitate conpliance with this requirenment, the PCT
Request Form - Box No. V - contains a separate check-
box to be marked in such cases. By marking the EP
check-box, the applicant enpowers the EPOto act as a
designated O fice under the PCT (Article 2(xiii) PCT in
conjunction with Article 153(1), first sentence EPC).
In the present case the applicant omtted -as
purported- erroneously to mark the EP check-box. The
Recei ving Section concluded that in the absence of a
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proper EP designation in the international application
the EPO could not act as a designated or elected Ofice
wWith regard to applicant's request for correction of
the international application Form Furthernore, the
Recei ving Section denied in the present case the
applicability of Article 26 PCT since the EPO was not a
designated O fice and had not issued any decision to
reject the international application.

In cases in which such correction of a Form of an

i nternational application filed wth the Receiving
Ofice is requested, the conpetence of the Receiving

O fice according to Rule 91.1(e)(i) PCT does not
exclude the application of Article 26 PCT all ow ng
correction under regional |law in proceedi ngs before the
EPO after entry of the application into the regi ona
phase. The jurisdiction of a (purported) designated

O fice according to Article 26 PCT covers the issue of
whet her an omtted designation can be validly added or
not since the exam nation of the validity of the
designation is one of the requirenments both of the PCT
(Article 4(1)(ii) PCT) and of the EPC (Art. 153 EPC).
The EPO has to decide on the addition of a designation
by correction in the same way as on the sane

requi renent under the EPC since a correction would have
a legal effect ab initio fromthe filing date. This
non-di scrim nati ng approach is a fundanmental principle
of the PCT (see e.g. Articles 26 and 48(2)(a)PCT) and a
di rect consequence of Article 150(3) EPC consi dering
the international application as a European one.

I nternational application Form PCT/RQO 101 contains a
pre-printed text at the bottom of Box No. 5 for

desi gnation of States constituting a so-called
precauti onary designation of all States which could be
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desi gnated under the PCT. Therefore in the present

case, a precautionary designation for obtaining a

Eur opean Patent was nade on the basis of the pre-
printed text. Decision J 17/99 (not published in the QJ
EPO) points out that even if -as in the present case-
no confirmation through paynent of the prescribed fee
for this precautionary designation was made within the
15 nonths tine limt under Rule 4.9(b)(ii) PCT the EPO
kept its function as a designated office which was

aut horised by Article 24(2) PCT to maintain the effects
granted under Article 11(3) PCT.

Therefore, contrary to the Receiving Section, the Board
finds that in the present case the EPO has jurisdiction
to decide on the request for correction of the

I nternational application Formunder Rule 88 EPC.

If a mstake is made in designating States in a

Eur opean or international application the jurisprudence
of the Boards of Appeal under certain conditions allows
the addition of a designation by neans of correction
under Rule 88, first sentence EPC

On the basis of the evidence provided by the appellant,
the Board is fully convinced that the om ssion to nmark
t he check-box for a European Patent was a m stake and
did not correspond to applicant” s true intention.

However in accordance with the established
jurisprudence of the Boards of appeal, the correction
of m stakes concerning a designation nust be nade
sufficiently early to allow at | east a warning to be
i ncluded with the publication of the European
application (Article 93 EPC). This requirenent is in
accordance with the wording of Rule 88 EPC indicating
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that a correction may be allowed and was introduced in
order to safeguard the interests of third parties
relying on information officially published.

According to Article 158(1) EPC, publication under
Article 21 of the Cooperation Treaty of an
international application in an official |anguage of

t he European Patent O fice - i.e. English as in the
present case- for which the European Patent Ofice is
a designhated Ofice takes the place of the publication
of a European patent application and is to be nentioned
in the European Patent Bulletin. In the present case
the international application, to be treated as

Eur opean patent application according to Article 150(3)
EPC for the purpose of making a decision on the request
for correction, was published as the internationa
publication (WO 98/48775) on 5 Novenber 1998 w t hout
any warning of possible correction. Were an
international application filed under the PCT is deened
to be a European patent application (Article 150(3)
EPC), the jurisprudence referred to above applies
mutati s nmutandi s, even though publication of the
international application by the international Bureau
necessarily precedes the tine at which the applicant
can request the EPO to correct any m stake in the
application( cf. J 3/81, QJ EPO 1982, 100). Therefore
the request for correction of designation filed on

15 October 1999 was nmade nearly one year after the

i nternational publication.

Referring inter alia to decision J 14/82 (QJ EPO EPO
1983, 121) of the Legal Board the appellant argued that
t he Boards of Appeal allowed correction under Rule 88
EPC under special circunstances even after the
publication of the application, in particular, if the
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interest of the public is not seriously affected
because the m stake was so obvious that the public was
al so aware of it. The Board had to bal ance the
interests of the appellant and possible third parties
probably concerned. Furthernore, in the present case,
no such public interest issue arose sinply because the
publ i shed PCT application indicated that all of the
Contracting States of the EPC, which should be
designated in the present application (nanely Austri a,
Switzerland, Germany, Denmark, Spain, Finland, Portuga
and Sweden), had originally been designated, albeit as
nati onal applications. The general public had therefore
been warned that protection was sought in any or all of
these countries. The fact that such protection was
obt ai ned through the European Patent O fice, rather
than through the national patent offices, did not

di sadvantage the public in any way.

3.4 The Board holds that the latter argunent is not
convincing since it does not take into consideration
that the warning needs not only to have effect on the
date of its publication but also during the whole
peri od between its publication and the decision on the
request for correction. The EPO has no conpetence and
factual neans to exam ne the status of national patent
applications in order to assess whether and how | ong
the warning by the publication of the internationa
application had effect. In the neantine a third party
coul d have been informed by file inspection at any
nati onal patent office that the correspondi ng nationa
patent application had been withdrawn or lost its
validity due to non-conpliance with requirenments under
the national |aw and could rely on this information.
Such a party clearly would be taken by surprise if the
Board now al |l owed the requested correction.

1706.D Y A
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Moreover, even if the requested correction had been
publ i shed in the European Patent Bulletin, there is no
certainty whether and when third parties interested in
the status of the international patent application
woul d take note of such information since they could
expect that any correction would be published in the
sane way as the wong data (i.e. under PCT or the

nati onal patent |aws and not under EPC). Thus, the fact
that the EPO has no neans to publish a correction under
PCT al so adversely affects the interests of third
parties if the requested correction were to be all owed.

The appell ant submtted that the requested correction
concerned applicant's interest in easier managenent of
pat ent proceedi ngs before the EPO i nstead of before
several national patent offices and in saving the costs
for these proceedi ngs.

Having in mnd its observati ons nade above under 3.2
and 3.4, the Board finds that the interest of the
public in being correctly informed by official
publications prevails over appellant's interest
referred to above. The appell ant's di sadvantages are
limted and of tol erable magnitude w thout endangering
the exploitation of the invention whereas, on the other
hand, the Board is not in a position to assess the
econom c risks for third parties with regard to the
uncertainty of the facts of this case. The nere
possibility that the public reading the internationa
publication could conclude that it was odd that the
appl i cant designated Lesotho but not EP, has no weight,
since it did not appear on the face of the publication
what was wong and the applicant mght well have had
special reasons to do so. Therefore, the Board

concl udes that the circunstances of the present case



- 11 - J 0008/01

are not appropriate to deviate fromits jurisprudence
according to which a correction of designation of
States is not allowable after the publication of the
application unless a warning to third parties has been
i ncl uded.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J.-C. Sassiet
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