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Headnot e:

The wording of Articles 16 and 18 EPC as they stand | eaves no
roomfor an interpretation according to which the
responsibility for a European patent application could be
split between Receiving Section and Exam ning Division. The
clear and nutually exclusive allocation of this responsibility
in the Convention prevails over considerations of procedural

or cost econony (contrary to decision J 0008/82). Thus,
relying on the point in time at which a request for correction
was nmade rather than on the two acts nentioned in Article 16
EPC (request for exam nation or indication under Article 96(1)
EPC) woul d be contra | egem
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Rel evant facts and subm ssi ons

2915.D

For the European patent application No. 96 922 477.3
whi ch originated fromthe international application
publ i shed under WD 96/ 39266 the witten request for
exam nation was filed and the exam nation fee was paid
on 31 Decenber 1997

The suppl enentary search report having been transmtted
to the applicant, he declared by letter received on
28 January 2000 that he wi shed to proceed further with
t he European patent application (Article 96(1) EPC)

On 5 October 2000 the Ofice issued a decision by which
the applicant's request of 7 April 1998 to correct the
nunber of the second priority application [from

08/ 499, 427] to 08/499, 562 was rejected.

The cover page of the decision shows the |etterhead of
Directorate CGeneral 2 of the EPO and is signed

"RECEI VING SECTION M de Roo". In point 5 of the
Reasons for the Decision it is stated: "Since at the
time of filing the Rule 88 request the present
application was still under the responsibility of the
Recei ving Section, the present decision has been nade
by and under the responsibility of the Receiving
Section".

Noti ce of appeal against this decision of the Receiving
section was filed on 1 Decenber 2000; the appeal fee
was paid on the sanme day. The statenent setting out the
grounds of appeal was received on 5 February 2001. The
Appel | ant requested cancel |l ati on of the decision under
appeal and the correction of the nunber of the second
priority application from 08/499, 427 to 08/ 499, 562;
further he requested oral proceedings "prior to any
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rejection".

On 2 March 2001 the Head of the Central Unit
Formalities (Receiving Section) decided that the
deci si on under appeal was "sustained", i.e. it would
not be rectified pursuant to Article 109(1) EPC,
Consequently the case was forwarded to the Legal Board

of Appeal .

Reasons for the Decision

1

2915.D

The appeal is adm ssible.

It is clear fromthe facts set out above under

points Il and V, that notw t hstanding the use of the
| etterhead of Directorate General 2 the decision under
appeal was taken by the Receiving Section which al so
decided not to rectify it.

Sai d decision was taken after the applicant had

i ndi cated under Article 96(1) EPC that he w shed to
proceed further with the application, at which point in
time the Exam ning Division becane responsible for the
exam nation of the application and the Receiving
Section ceased to be responsible (Article 16 in
conjunction with Article 18(1) EPC)

The Board is aware of decision J 8/ 82 of 8 Novenber
1983 (QJ 1984, 155) in which it was held under point 3
of the Reasons, that in respect of a request to anend
t he designation of inventors the Receiving Section
remai ns conpetent to issue its decision even after
responsibility for the exam nation of the application
has passed to the Exam ning D vision. However, the
Board in its present conposition does not see a reason
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for extrapolating this finding beyond the case then
deci ded: The reasoning in that decision, nanely that a
de novo consideration by the Exam ning D vision would
be "pointlessly wasteful of tinme and noney", is not
convi nci ng. The wording "The Receiving Section ...
shall be responsible .. up to the tine when a request
for exam nation has been made or the applicant has

i ndi cated under Article 96, paragraph 1, that he
desires to proceed further with his application”
(Article 16 EPC) and "An Exam nation Division shall be
responsi bl e for the exam nati on of each European patent
application fromthe tinme when the Receiving Section
ceases to be responsible" (Article 18(1) EPC) | eaves no
roomfor an interpretation according to which

responsi bility for a European patent application could
be split between Receiving Section and Exam ni ng
Division. The clear and nutually exclusive allocation
of this responsibility in the Convention prevails over
consi derations of procedural or cost econony. Thus,
relying on the point in time at which a request for
correction was made rather than on the two acts
mentioned in Article 16 EPC woul d be contra | egem It
is also pointed out in this context, that corrections
under Rule 88 EPC are not a matter which forns part of
the exam nation on filing or of the exam nation as to
formal requirenents (Articles 90 and 91 EPC). Rat her,
the wish or the need for a correction may arise during
t he whol e grant procedure and even afterwards, eg.
during opposition proceedings (cf. decision J 42/92);
so, the nature of the issue or the specific tasks of
the two bodies in question do not suggest it either, to
retain the responsibility for deciding on corrections
under Rule 88 EPC (first sentence - for corrections
necessitating a technical exam nation see decision

J 4/85, QJ 1986, 205) with the Receiving Section.
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5. It follows fromthe foregoing that the decision under
appeal was taken by the Receiving Section when it was
no | onger enpowered to take it. As this is a serious
deficiency of the decision under appeal the Board
raises it on its own notion, even if it was not
objected to by the Appellant. This deficiency qualifies
as a substantial procedural violation, so that the
i mpugned deci si on cannot stand and the appeal nust be
al  oned wi thout consideration of the nmerits of the
case.

6. As this substantial procedural violation was not in any

way caused by the applicant reinbursenent of the appeal
fee is equitable (Rule 67 EPC)

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
S. Fabi ani J.-C.  Saisset
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