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Summary of Facts and Subm ssi ons

1246.D

The appeal lies fromthe decision of the Receiving
Section of the European Patent O fice, deciding that
the application in suit, European patent application
No. 99 104 102.1, should not be dealt with as a

Eur opean divi sional application, relating to the
earlier European patent application No. 96 921 309.09.

The application in suit was filed on 1 March 1999 in
the nane of the Trustees of Dartnouth College, as a

di visional application relating to parent application
No. 96 921 309.9, which had been filed on 6 June 1996
as a PCT application, International Application

No. PCT/US96/ 09137, in the name of the Trustees of
Dart nout h Col | ege and the Nederl andse Organi sati e Voor
Toegepast - Nat uur wet enschappel i j k Onder zoek. The parent
application clainmed the priority of 7 June 1995.

The Receiving Section, after it had infornmed the
appel lant of its view that the application in suit
could not be treated as a divisional application and
after the appellant had replied to this, decided on
26 July 2000 that the application would not be dealt
with as a divisional because, in the case of nultiple
applicants, a divisional application could only be
filed in the nane of all the applicants nanmed in the
earlier application.

A Eur opean divisional application could only be filed
by the sane applicant as the earlier European
application fromwhich it was derived. Article 4G Paris
Convention nmade it clear that it was the applicant who
had the right to divide the patent application.
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Ref erence was al so made to Rule 25(1) EPC and the
Qui delines for Exam nation A-1V, 1.1.3.

For the purposes of proceedings before the EPO the
applicant was deened to be entitled to exercise the
right to the European patent (Article 60(3) EPC
Questions relating to ownership of the right to the

Eur opean patent were not to be exam ned by the EPO, but
fell to be settled by national |law (Article 61 EPC)

Were there was nore than one applicant in respect of
the earlier application, for the purpose of

Article 60(3) EPC the applicants were deened to hold
the right to the European patent jointly, which was to
say that they could only exercise it jointly in
proceedi ngs before the EPO

Decision J 34/86 of the Legal Board of Appeal concerned
an exceptional set of circunstances and was not
applicable in the present case, because in that case
the applicant for the earlier application had accepted
that he was not entitled to the right to the patent and
the question of the rights of joint applicants did not

ari se.

The applicant's argunent that if the application in
suit had been filed in the nanmes of both applicants of
the earlier application it would not have been possible
to submt a valid declaration of inventor did not hold
good. For the purposes of Article 81, second sentence,
and Rule 17(1) EPC it was sufficient that only one of
the joint applicants derived the right to the European
patent fromthe designated i nventor and, noreover, the
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accuracy of the information given in the designation of
i nventor was not checked by the EPO

The applicant appeal ed agai nst this decision on
25 Septenber 2000, paid the appeal fee on the sane day
and submtted the grounds of appeal on 4 Decenber 2000.

After the Board had comruni cated to the appellant its
prelimnary view of the appeal, oral proceedings were
hel d before the Board on 4 February 2004.

At the beginning of the oral proceedings, the Board
infornmed the appellant that these proceedi ngs were not
public. Although the requirenents of Rule 48(2) EPC for
non- publ i cation of the application appeared not to have
been met, the divisional application in suit had in
fact not been published. Since Article 116 EPC required
publication as a prerequisite for oral proceedings to
be public, the Board had corrected its original summons
to public oral proceedings.

The subm ssions of the appellant in the grounds of
appeal and in the oral proceedings can be summarized as
fol | ows:

1. The parent application of the present divisional
application had been directed to two separate

i nventi ons.

I nvention 1 was the generic invention directed to
the use of a gp39 antagonist for the manufacture
of a nmedicanment for the alleviation of certain

ti ssue destruction associated with an autoi nmune
di sorder.
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| nvention 2 was the specific invention of the use
of the antagonist for the manufacture of a

nmedi canment for the alleviation of said tissue
destruction associated with nmultiple sclerosis.

The generic Invention 1 had been made by Dr Noelle
al one, and his rights were assigned to the

appel lant by virtue of his enploynent contract.

I nvention 2 was the result of collaborative work
between Dr Noelle and a further researcher whose
rights were assigned to the co-applicant of the
parent application by virtue of his enpl oynent
contract with this co-applicant.

Accordingly, the right to a European patent in
respect of Invention 1, to which the divisional
application was directed, belonged to the
appel l ant al one, in accordance with Article 60(1)
EPC, and the right to a European patent with
respect to Invention 2 belonged to both applicants
for the parent application in common and they were
t herefore both correctly nanmed as co-applicants in
t he parent application.

In accordance with Article 60(3) EPC, as a
co-applicant for the parent application, the
appel l ant was deened to be entitled to exercise
the right to the European patent.

None of Articles 58, 60(3), 76 EPC or Rule 25 EPC
or Article 4G Paris Convention inposed
restrictions with regard to the nanme of the
applicant for a divisional application. Therefore,
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a broad interpretation of the term"applicant" was
possi bl e, such that each of several joint
applicants could be an "applicant”™ within the
meani ng of those provisions. In the absence of any
indication that a narrow interpretation of the
term "applicant” was both intended and justified -
ie that it only neant all joint applicants taken
together - the broad interpretation of the term
had to be appli ed.

Article 76(1) EPC stipulated that, provided the

di vi sional application was not filed in respect of
subj ect-matter extendi ng beyond the content of the
earlier application as filed, the divisional
application was deened to have been filed on the
date of filing of the earlier application.

Article 76 EPC did not use the term "applicant”
and thus put no restriction on the identity of the
applicant, nor were any such other conditions laid
down in Rule 25 EPC. Mreover, the question as to
who was entitled to file a divisional application
was, as observed on simlar facts in decision

J 11/91 of 5 August 1992 (point 2.3.4 of the
reasons), a question of substantive | aw and not of
procedure. According to Article 76(3) EPC, only
the procedure for divisional could be dealt with
in the Inplementing Regul ati ons.

A narrow interpretation of the term"applicant”
could not be derived fromArticle 4G Pari s
Convention either. The EPC constituting a speci al
agreenment within the nmeaning of Article 19 Paris
Convention (see the Preanble to the EPC) and

Rul e 25 EPC being | ower-ranking |law, that rule had

1246.D



1246.D

- 6 - J 0002/ 01

to be interpreted in accordance with Article 4G
Paris Convention, as the Legal Board of Appeal had
al so stated in decision J 11/91. A narrow
interpretation of the term"applicant”™ in Rule 25
EPC woul d therefore be contrary to Article 4G
Pari s Conventi on.

Not hing in the travaux préparatoires suggested a
narrow i nterpretation. The term "applicant" had
not been present in the first draft of what is now
Rul e 25 EPC. The appellant submtted an extract of
the M nutes of the Munich Diplomatic Conference
for the Setting up of a European System for the
Grant of Patents, MPR/'I, points 199 to 211,
Article 74(76)-European divisional applications.

It could be seen fromthis that the |egislator had
no intention of inposing a further "speci al
condition” within the neaning of Article 76(3) EPC
on the applicant for a divisional application.

Not hing rel evant to the present case could be
derived fromArticles 59 and 118 EPC, cited by the
Board in its communication, because neither of

t hem addressed the status or the rights of

mul tiple applicants. Equally, no conclusions could
be drawn regarding the status of multiple
applicants from decision G 3/99 cited by the Board,
because said decision only dealt with the
procedural rights of conmmon opponents. Moreover,
according to the decision, the nenbers of the
group of common opponents did i ndeed have an

i ndi vi dual status because each of them could
individually withdraw fromthe proceedi ngs.
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In decision J 34/86 cited by the Receiving Section,
Article 60(3) EPC was not even nentioned. In
decisions J 18/ 93 of 2 Septenber 1994 and J 17/ 96
of 3 Decenber 1996, corrections substituting the
name of the applicant had been allowed in certain
ci rcunstances. In the present case, however, the
filing of the divisional application in suit in
t he nane of the appellant al one was not an error
but was intentional and there was no ownership
di spute within the nmeaning of Article 61 EPC
Therefore, the argunent raised by the Board in its
conmuni cation - that it would be unjust if, by
reason of a procedural provision the first of
joint applicants for a parent application to act
unlawful Iy could deny the others their rights in a
divisional - could no be sustained. Mreover, the
EPO shoul d respect the presunption that applicants
were acting in good faith.

To conmply with Rule 17 EPC it was not possible to
nanme the co-applicant for the parent as
co-applicant for the divisional because that
co-applicant had not derived any rights fromthe
inventor in relation to Invention 1. Nor could the
co-applicant transfer any rights to the appellant
for the divisional to proceed in the nane of the
appel  ant al one wi thout contravening Rule 20 EPC
because the co-applicant never had any rights to

t he European patent to be granted in relation to

| nvention 1.

No nmention of the issue raised here was made in
t he Guidelines for Exam nation, which nerely
indicated in the version published in July 1999,
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and thus after the filing date of the present
di visional application, that only the applicant on
record could file a divisional application.

5. During the oral proceedings the appell ant
submtted that, as a result of an enquiry nmade by
its representative, it had turned out that under
certain adm nistrative conditions eight
contracting states to the EPC accepted divi sional
applications filed by less than all applicants for
the parent application. As evidence of the UK
practice, the appellant submtted an extract of
t he "Manual of Patent Practice in the UK Patent
Ofice", Fifth edition, May 2003, points 15.10 to
15.34, and referred particularly to point 15.24
t herei n.

6. According to decision G 3/92, point 3 of the
reasons, the fiction contained in Article 60(3)
EPC relieved the EPO of any need to investigate
t he existence of the entitlenment of the applicant.
Accordingly, the EPO was not entitled to deny the
present appellant's entitlenment to exercise the
right to the European patent derivable fromthe

di visional application in suit.

7. The issues raised by the appellant were inportant
points of law justifying their referral to the
Enl arged Board of Appeal for the sake of uniform
application of the | aw

VII. As mai n request, the appellant requested that the
deci sion of the Receiving Section be set aside.

1246.D
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As first auxiliary request, the appellant requested
that the follow ng question be referred to the Enl arged
Board of Appeal

"Where nore than one applicant is naned in a pending
earlier European patent application, can a divisional
application be validly filed in the name or nanes of
fewer than all those applicants?”

As second auxiliary request, the appellant requested
that the follow ng question be referred to the Enl arged
Board of Appeal

"Does the legal fiction under Article 60(3) EPC that
the applicant shall be deened to be entitled to
exercise the right to the European patent only relieve
the EPO from any need to investigate the existence of
the entitl ement?"

Reasons for the decision

1246.D

The application in suit was filed in the nane of the
appel l ant, the Trustees of Dartnmouth College, as a

Eur opean divisional application relating to European
pat ent application No. 96 921 309.9. At the filing date
of the application in suit the registered applicants
for the parent application were the appellant and the
Neder | andse Organi sati e Voor Toegepast -

Nat uur wet enschappel i j k Onderzoek (the "co-applicant").

The appel | ant has contested the Receiving Section's
position that in the case of nore than one registered
applicant for a European patent application the right
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to file a divisional application under Article 76 EPC
bel ongs only to the registered applicants for the
earlier application jointly and not to one of them

al one.

It is correct that the provisions of the EPC cited by
the appellant and Article 4G Paris Convention refer to
"the applicant” in the singular. However, that does not
mean that the termhas to be read as thereby referring
to a single person only. It appears to the Board to
denote the function or status of being an applicant
rather than the precise nunber of persons who formthe
applicant or applicants.

In the oral proceedings before the Board, the appellant
enphasi sed that, in the absence of an explicit basis
for construing the term"applicant” in the narrow sense
of applying it to joint applicants, the EPO should give
this terma broader interpretation such that it refers
to each co-applicant individually.

It is doubtful whether the two different
interpretations of "applicant” identified by the

appel lant can really be characterised as "narrow' and
"broad". This is however immterial because there is no
general rule of law that, in the absence of a specific
literal nmeaning, a termhas to be interpreted narrowy
or broadly, whatever either may in the circunstances

nmean.

According to the established jurisprudence of the
boards of appeal and in accordance with Articles 31 and
32 of the Vienna Convention on the Law of Treati es,
whenever | egal provisions need interpretation to
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establish their neaning, as is the case here, all the
est abl i shed nmethods of legal interpretation eg as laid
down in the Vienna Convention should be used. Thus, the
possible literal nmeaning of a word is not necessarily
deci sive: the neaning of the word nust be considered in
the context of the |egal provision and the broader
context of other related provisions. The object and

pur pose of the provisions as well as their |legislative
hi story have al so to be considered (see eg how t he

Enl arged Board of Appeal reached its conclusions in

G 3/98, QJ EPO 2001, 62 and G 2/99, QJ EPO 2001, 83 and
in G1/98, QJ EPO 2000, 111; see also G 1/83, QJ EPO
1985, 60, T 128/82, QJ EPO 1984, 164, point 9 of the
reasons, and J 16/96, QJ EPO 1998, 347, point 3 of the

reasons).

Wth regard to Article 4G Paris Convention, the
appellant's only reason for its subm ssion that, in the
case of multiple applicants, the use of the term
"applicant” in the singular should be read as referring
to each co-applicant individually, is that its
interpretation is linguistically possible. However,
there is nothing in Article 4G Paris Convention
permtting the conclusion that the use of the term
"applicant” in the singular was intended to nean that,
in the case of multiple applicants, every co-applicant
shoul d have - individually and i ndependently of his
co-applicants - the right to divide the application in
such a way as to be able to file a divisional
application for part of the subject-matter of the
original application in his name alone. Therefore, the
appellant's argunent that to interpret Rule 25 EPC as
meaning that, in the case of nultiple applicants, the
term"applicant” applied to nmultiple applicants jointly
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was in conflict with Article 4G Paris Conventi on, nust
fail.

It is correct that, in contrast to Rule 25 EPC,
Article 76 EPC does not use the term "applicant” but
defines the conditions for the filing of a divisional
application in a passive linguistic form It is,
however, interesting to note that when work on the
drafting of the EPC began, Article 68(1) - at the tine
there were as yet no draft inplenmenting provisions and
therefore also no Rule 25 EPC - already provided that
"Der Annel der kann di e Européi sche Patent annmel dung
teilen", ie the applicant may divide the European

pat ent application (Ergebni sse der zweiten Sitzung der
Arbei t sgruppe "Patente" vom 3. bis 14. Juli 1961 in
Brissel, 1V/4860/61-D). As the appellant has itself

poi nted out, the drafting of the EPC provisions
relating to divisional applications was based on
Article 4G Paris Convention. That article makes clear
that it is the applicant who has the right to divide

t he patent application. As the appellant has cl ai ned,
in order to be consistent with Article 4G Pari s
Convention, Article 76 EPC in today's version therefore
has to be read in the sanme way.

No ot her conclusions can be drawn fromthe fact that

t he passage fromthe travaux préparatoires cited by the
appel l ant (see VI.2. above) does not deal with the
guestion of the "applicant” at all but exclusively with
problens related to Article 76(1), second sentence,

EPC, nanely that the divisional application may only be
filed in respect of subject-matter which does not
extend beyond the content of the earlier application as
filed. As can be inferred fromthese discussions, this
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i ssue did indeed raise serious problens specific to

di vi sional applications. On the other hand, there was
no reason to discuss the neaning of the term
"applicant” in this context because the question of
mul ti ple applicants is addressed in other provisions of
the EPC, eg in Articles 59 and 118 EPC, which will be
di scussed bel ow.

Article 59 EPC provides that an application may be
filed by joint applicants. A consequence of the unity
requirenent in Article 118 EPC is that, when two or
nore persons file an application in common, they cannot
acquire a procedural status different fromthat of a
singl e applicant, because otherw se each of themcould
performdifferent and contradictory procedural acts,
including the filing of different versions of the
patent to be granted. Therefore, joint applicants only
acquire the procedural status of one applicant in
common, ie they constitute a single party in the |egal
sense and they hold the rights and obligations derived
fromthis procedural status jointly in respect of the
application. Even where two or nore applicants are not
joint applicants within the nmeaning of Article 59 EPC
but have designated different contracting states, their
status as applicants for a single application is stil

t he sane. According to Article 118 EPC, they will also
be regarded as joint applicants and the unity of the
application in these proceedings will not be affected.
Therefore, joint applicants can only act in common or
t hrough a person entitled to represent them (see

Rul e 100 EPC) and the legal fiction contained in
Article 60(3) EPC that the applicant is deened to be
entitled to exercise the right to the European patent
applies to the joint applicants in common for the
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application as such. That neans that the legal fiction
applies to the application as a whole and cannot be
split into parts, in particular irrespective of which
part of the invention or, in the case of several

i nventions contained in one application, which

i nvention belongs to which one of the joint applicants
as a matter of substantive |aw according to

Article 60(1) EPC (see in nore detail bel ow under 2.6).

The appel |l ant has objected to the above interpretation
as giving these provisions a particul ar nmeani ng.
However, the Board can only observe, as already stated
in 2.2 above, that it is the duty of the Board (and

t he deci si on-maki ng bodies) to apply the law, if
necessary by interpretation.

Even in the absence of such specific provisions as are
contained in Articles 59 and 118 EPC with respect to
applicants, the Enlarged Board of Appeal ruled in its
decision G 3/99, QJ EPO 2002, 347, point 15 of the
reasons, with respect to an opposition filed in comon
by a group of persons, that an opposition filed in
common is to be dealt with as an opposition filed by
only one party and that the group of comon opponents
is to be considered as a whole, ie as a single party.
An i ndividual comon opponent who is not the common
representative is not allowed to act or intervene on
his own (point 14 of the reasons) other than to

wi thdraw as a joint nenber of the group (point 20 of
the reasons). The Board does not share the appellant's
view that nothing can be inferred fromthis decision
concerning the status of joint applicants. On the
contrary, despite the fact that in that decision the
Board al | owed i ndi vi dual common opponents individually
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to withdraw fromthe proceedi ngs, the Board defined the
status of common opponents as constituting a single
party only. The conmon opponents jointly hold one
position only, of being a party to the proceedi ngs, and
they can only exercise this position in common. That a
menber of the group has been allowed individually to

wi t hdraw from being a nenber of the group and thereby
fromthe proceedi ngs does not change the nature of the
| egal status of the group of comnmon opponents as such,
ie as constituting a single party to the proceedings in
the | egal sense, and is to be explained by the fact
that, unlike in the case of applicants, the EPC
contains no provisions relating to the transfer of an

opponent's procedural status.

2.6 During the oral proceedings, the appellant acknow edged
as a matter of principle that the right to the European
patent as a matter of substantive law is addressed in
Article 60(1) EPC and that it has to be distinguished
fromthe formal (procedural) right to the patent which
derives fromthe status of being the registered
applicant addressed in Article 60(3) EPC. For the
meani ng of this distinction, the Board referred the
appel lant to Schulte, Patentgesetz nmit EPU, 6. edition,
Col ogne 2001, 8 6, note 3, and 8 7, notes 5 and 6. The
appel  ant objected with regard to this citation that
the cited passages only referred to German Law. This is,
however, not correct. The cited passages expressly
mention Article 60(1) and (3) EPC and state that these
provi sions correspond to 88 6, first sentence, and 7(1)
Pat G (German Patent Law). Moreover, the reference to
the cited passages was nade only to explain what the
di stinction neant, and this nmeaning was not as such
contested by the appellant.

1246.D
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The Board is unable to endorse the appellant's opinion
that the term"applicant” in Article 60(3) EPC coul d,
in the case of joint applicants, be taken to nean the
joint applicant to whomthe invention to which the
procedural act relates (here: the filing of the

di vi si onal application) belongs according to

Article 60(1) EPC. The difference in term nol ogy used
in Article 60(1) and (3) EPC respectively ("inventor or
successor in title" in (1) and "applicant” in (3)) is
intentional and reflects the above-defined different
aspects of the industrial property right. The
distinction nade in Article 60(1) EPC, on the one hand,
and in Article 60(3) EPC, on the other, between the
right to the patent as a matter of substantive |aw
dependi ng on who made the invention and the procedural
right to the patent dependi ng on who has the procedural
status of applicant was deliberate. The EPO shoul d not
be concerned with questions of entitlenent in terns of
substantive | aw and should have no power to determ ne
di sputes as to whether or not a particular applicant is
legally entitled to apply for and be granted a European
patent in respect of the subject-matter of a particular
application (G 3/92, Q) EPO 1994, 607, point 3 et seq.
of the reasons). Any such questions should be left to

t he conpetent national authorities, in particular to

t he national courts, according to the "Protocol on
Recognition”. In point 3.3 of the reasons for decision
G 3/92, the Enlarged Board of Appeal al so enphasises
that a court of the appropriate contracting state is
the only forum before which a | awful applicant may
commence proceedings to establish his right to the
grant of a European patent.
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As a second auxiliary request, the appellant asked that
t he question of whether the legal fiction under

Article 60(3) EPC only relieved the EPO of a need to

i nvestigate the existence of the applicant's
entitlement under Article 60(3) EPC be referred to the
Enl ar ged Board of Appeal

However, it is clear fromthe above-cited findings of

t he Enl arged Board of Appeal in decision G 3/92 that
this question has al ready been clearly answered by the
Enl arged Board of Appeal in the sense that the EPO not
only does not need to, but has no power to, investigate
guestions of entitlenment. Thus, there is in this
respect neither an, as yet, unresolved, inportant point
of | aw nor have conflicting decisions been given by the
boards of appeal .

In conclusion, in the case of joint applicants, the
procedural rights to be derived fromthe filing of the
parent application belong to the registered joint
applicants in conmon with respect to the entire

subj ect-matter of the application as a whole and no

di stinction can be nmade as the joint applicant to whom
any particul ar subject-matter of the application

bel ongs as a matter of substantive |aw.

Article 61 EPC and the provisions concerning a transfer
of rights, nanely Article 72 in conjunction with

Rul e 20 EPC, define the conditions under which the EPO
may take into account questions of substantive |aw and
procedural acts by a person other than the registered
applicant. The appellant has however al ways maintai ned
(see also below) that neither of these provisions is
fulfilled in the present case. The appellant has al so
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made it clear fromthe outset that there was no error
within the meaning of Rule 88 EPC and that the filing
of the divisional application in suit in the name of
t he appel | ant al one was del i berate.

In decision J 34/86 of 15 March 1988 cited by the
appel l ant, the Legal Board of Appeal allowed the filing
of an application as a divisional application by a
person other than the registered applicant for the
parent application. Whereas the appellant had
originally accepted the Receiving Section's view that
no concl usi ons could be derived fromthis decision for
the present case, in the oral proceedings before the
Board the appel |l ant appears to have returned to the
view that the Board's finding in decision J 34/86 could
have sone form of anal ogous application to the present
filing of a divisional application in the name of only
one of the registered applicants for the parent

appl i cation.

It is true that in point 3 of the reasons for that

deci sion the Board made a fairly general statenent by
saying that a divisional application may also be filed
by a person other than the applicant for the parent
application on the basis of an assignnent as provided
for in Article 72 EPC requiring the signature of the
parties to the contract.

However, as the Receiving Section has already pointed
out, the case underlying decision J 34/86 concerned a
very particular set of circunstances. In that case, the
applicant for the parent application had been ordered
by a US court to assign all property rights in the

i nvention defined by certain clains of the parent
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application to the applicant for the divisional
application, and the applicant for the parent
application had already signed an assignnment to that
effect. Thus, in that case it was clear that the
applicant for the parent application had accepted that
he was not entitled to obtain patent protection for al
t he subject-matter covered by his application as filed
and had already rel eased the subject-matter covered by
hi s assignment (point 5. of the reasons).

In the present case, no information was ever given as
to what the co-applicant for the parent application
m ght think about the appellant filing in its own nane
al one a divisional application in respect of the
subject-matter of the invention defined by the

appel lant as Invention 1. The appellant has not even
submtted that the co-applicant for the parent
application would not have objected to that. Instead,
t hroughout the proceedi ngs, the appellant exclusively
relied on its opinion that it was entitled to file a
di visional application in its own nane alone for the

subj ect-matter of Invention 1.

The Board is unable to follow the appellant's argunent
that according to Article 60(3) EPC the EPO was not
allowed to question the appellant's entitlenent to file
the application in suit. In the present case, the
objection is not whether the appellant was entitled to
file an application as such but whether it was entitled

to file a divisional application in its own nane al one.

If an application is recognised as a valid divisional
application it benefits fromthe filing and priority
dates of the parent application. This right derives
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fromArticle 76 EPC only. In contrast to the right to
file a "normal" application according to Article 75 EPC
whi ch can only benefit fromits own rel evant dates and
di sclosure (a right belonging to any person accordi ng
to Article 58 EPC) the right to file a divisional
application according to Article 76 and Rul e 25 EPC and
according to Article 4G Paris Convention is a
procedural right that derives fromthe applicant's
status as applicant for the earlier application. It is
not a right which derives fromthe substantive right to
the invention defined in Article 60(1) EPC

Article 4G Paris Convention nakes this quite clear by
provi ding that the applicant may divide the
application. Interpreting the right to file a

di vi sional application under Article 76 EPC as a
procedural right which derives fromthe status of being
the applicant for the earlier application is thus
entirely inline with and perfectly corresponds to the
wording of Article 4G Paris Conventi on.

Therefore, a problemof the kind as addressed in
decision J 11/91, QJ EPO 1994, 28, point 2.3.4 of the
reasons, cited by the appellant, as to whether certain
el enents of a lower-ranking rule of law, ie the
[imtation of the point in time up until which a

di vi sional application could be filed according to the
then applicable Rule 25 EPC, were inconpatible with
Article 4G Paris Convention, does not arise in the
present case.

It is correct that in this decision the Board al so
posed the question of whether the "new' tine limt
introduced in Rule 25(1) EPC was a procedural matter or
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a question of substantive law. After stating that the
test should be: "Does the new rule cut down the rights
of the applicant in sone significant way?", the Board
answered that the introduction of a tine limt before
the real conclusion of the proceedi ngs appeared to it
to be an unjustified substantial limtation of this
essential right of the applicant. It is apparent from
the foregoing that in this context the Board did not
use the word "substantial” in the sense of having to do
with the substantive right to the invention as defined
in Article 60(1) EPC, but in the sense of referring to
"inmportant” limtations on the rights of divisional
applicants, as opposed to other formal conditions to be
conplied with by divisional applications, such as, eg,
respecting the time limts for paying certain fees. It
cannot be inferred fromthe passages cited by the
appel l ant that the Board neant to doubt that the right
to divide the application according to Article 4G Paris
Convention was as such a procedural right deriving from
an applicant's status as the applicant for the earlier
appl i cation.

Since the divisional application results in substance
in asplitting-up of the parent application, even if
under Article 76 EPC it takes the formof a further
application, it is the entitlement acquired by the
parent application that extends to the divisional
application. This neans that the rights derivable for
the divisional application fromthe earlier application
extend to, but are also limted to, the rights existing
in the parent application at the filing date of the

di visional application (J 19/96 of 23 April 1996,
unpubl i shed, point 2.1.3 of the reasons). Thus,
according to Rule 25(1) EPC the earlier application
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must still be pending at the filing date of the

di vi sional application. According to Article 76(1),
second sentence, EPC, the subject-matter of the

di vi sional application may not extend beyond the
content of the earlier application as filed (see eg

J 19/96, loc.cit, T 873/94, Q) EPO 1997, 456). \Were
subj ect-matter has been unequivocally and definitively
abandoned in the parent application there is neither a
right to claimsuch subject-matter again in the parent
application nor the right to file a divisional
application based on it (J 15/85, QJ EPO 1986, 395,
points 4 and 5 of the reasons). According to

Article 76(2) EPC, the divisional application my not
designate contracting states not designated in the
earlier application. Moreover, the designation nust
still be valid at the filing date of the divisional
application (J 22/95, Q) EPO 1998, 569, point 2.6 of
the reasons, J 19/96, points 2 et seq. of the reasons).
By the sane token, it is to be concluded that, in the
case of joint applicants for a parent application, a
di vi sional application can, as a matter of principle,
only be filed by these applicants in comopn and not by
one of them al one, because each of the joint applicants
for the parent application only has the status of a
party in common with the other joint applicant(s) and
therefore can only exercise his party rights in conmon
with himor them

Further, such an interpretation of Article 76 EPC, in
conjunction with Rule 25 EPC, as clainmed by the

appel lant, could lead to injustice in that the
applicant who decided to file a divisional in his nane
al one coul d deprive the others, w thout their know edge
and/ or consent, of their procedural right to be
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co-applicants for any divisional application filed from
t he parent application. The others would thereby also
be prejudiced in their right under Article 60(3) EPCto
the grant of a patent for any subject-matter originally
contained in the parent application filed by them It
is wth a viewto avoiding that happening that the

rul es and procedures laid dowmn in Articles 60 and 61
and Rul e 20 EPC have been established and that in
proceedi ngs before the EPO only the registered
applicants are entitled to act.

Because it is the very aimof the provisions discussed
here that the EPO should not consider questions of
entitlement, no presunption of the applicants acting in
good faith can be applied, nor can it be taken into
consideration that in the present case there nmay have
been no ownership dispute, as the appellant has

subm tted.

The appel l ant's argunent based on Rule 17 EPC was
refuted for the right reasons in the Receiving
Section's decision. As the appellant did not really
attack this finding on appeal, this issue need be
pursued no further in the reasons for the present
decision. As regards the appellant's argunment that it
was not possible for the appellant to record an
assignment fromthe co-applicant for the parent
application without contravening Rule 20 EPC, because
the co-applicant had never had rights to the invention
to which the divisional application was directed, the
Board observes that, for the purpose of registering a
transfer in accordance with Rule 20 EPC, it would be
sufficient for a co-applicant to agree to the
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application being prosecuted further in the sole nane
of the other applicant.

In its witten subm ssions, the appellant pointed out
that the 1999 version of the Cuidelines for Exam nation
for the first time contained a reference to the
principle that the right to file a divisiona
application belonged to the applicant for the parent
application. However, no specific |egal conclusions
were drawn by the appellant fromthat fact and the
Board al so sees none. It is not the function of the

GQui delines for Exam nation, nor is there an obligation
for these to do so, to deal wth every |l egal issue that
may arise in proceedi ngs before the EPO

The position taken by the Board on the present issue is
wholly in line with the legal principles relating to

di visional applications hitherto applied in the above-
cited jurisprudence of the boards of appeal. In the
view of the Board, the present decision applies the
sane |l egal principles to yet another aspect of the
filing of divisional applications. Wth respect to the
guestion underlying the appellant's first auxiliary
request for a referral to the Enlarged Board of Appeal,
there is therefore neither an, as yet, unresol ved,

i nportant point of |aw which the Legal Board of Appeal
could not decide on its own nor is there any divergence
from previ ous deci sions of the boards of appeal wthin
t he meaning of Article 112 EPC. There was therefore no
reason to refer the question formulated by the
appellant as first auxiliary request to the Enlarged
Board of Appeal either.
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The appell ant subm tted that eight contracting states

to the EPC al |l owed divisional applications to be filed
by fewer than all applicants for the parent application,
"subject to certain admnistrative conditions". However,
apart fromthe fact that the expression "subject to
certain admnistrative conditions" is very vague and

can nmean anything or nothing, the Board notes that this
assertion nmade at a very |ate stage of the proceedings,
ie at the oral proceedings before the Board, was not
corroborated by evidence.

The only docunment submitted by the appellant is an
extract fromthe Manual of Patent Practice, fifth
edition, May 2003, reflecting the UK practi ce.

Point 15.24, referred to by the appellant, states that
a divisional application nust be filed by the original
applicant for the parent application or by his
successor in title. It goes on to say that where nore
t han one applicant is nanmed in the parent application,
it is possible for the divisional application to be
filed by some only of the original applicants. However,
it says further that, where the applicants in the
parent and divisional applications differ and no
explanation is either apparent or submitted, the
formalities exam ner should raise an objection, and the
application cannot proceed as a divisional if the

provi sions of Section 15(4) have not been conplied
with. Section 15(4) reads, as far as it is rel evant
here: "Were, after an application for a patent has
been filed and before the patent is granted, a new
application is filed by the original applicant or his

successor in title ....".
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It is apparent therefromthat, even for the UK, the
assertion by the appellant that UK | aw and practice
al l owed a divisional application to be filed by fewer
than all the applicants, "subject to certain

adm ni strative conditions", is not legally correct.
Section 15(4) allows a divisional application to be
filed by the successor in title. As point 15.24 of the
Manual makes clear it must be shown that there was
succession in title. Oherw se the application cannot
be prosecuted as a divisional application. That
succession in title nust have taken place is not an

adm ni strative condition but a significant procedural
requi renent that a person other than all the applicants
for the parent application nust conply with in order to
be entitled to file a divisional application in his

nane al one.

What the requirenents are for allow ng a successor in
title to act as an applicant is a matter for the
applicable national |aw. According to Rule 20(3) EPC,
docunents nust have been produced that satisfy the EPO
that the transfer has taken pl ace.

However, in the present case, the appellant naintained
t hr oughout the proceedings that there was no succession
intitle but that the appellant was entitled in its own
right to file a divisional application in its nanme
alone. It cannot be inferred fromthe docunent
submtted by the appellant that in UK | aw and practice
the present |egal situation would have been treated in
the sane way as a | egal succession, any nore than it
woul d have been in other contracting states to the EPC.
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The Board therefore concludes that where an application
(the "earlier application") has been filed jointly by
two or nore applicants and the requirenments of

Article 61 or Rule 20(3) EPC have not been net, the
right to file a divisional application in respect of
the earlier application under Article 76 EPC is only
avai lable to the registered applicants for the earlier
application jointly and not to one of themalone or to
fewer than all of them

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset
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