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| banez, José Franci sco
Rodri guez San Pedro, 10
ES- 28015 Madri d (ES)

Deci si on of the Exami ning Division of the

Eur opean Patent O fice dated 28 July 1999
deciding in the matter of European patent
application No. 93 500 176.8 that the
notification of |oss of rights pursuant to

Rul e 69(1) EPC was nuintai ned, and that the
application was deened to be wthdrawn due to
non- paynent of the sixth renewal fee pursuant to
Article 86(1),(2) EPC with effect from1 July
1999.
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Summary of Facts and Subm ssi ons

2132.D

The applicant's representative gave an order on

30 Decenber 1998 to a banking establishnent, nanely the
branch of the Deutsche Bank in Madrid, to transfer the
anount corresponding to the sixth renewal fee

(ESP 119. 322) to the European Patent Ofice (EPO in
respect of European patent application No. 93 500 176.8
which was filed on 22 Decenber 1993.

Sai d anpbunt was entered in a bank account held by the
EPO on 5 January 1999.

Since there was no reaction by the applicant to EPO
form 2525 di spatched on 10 February 1999 and draw ng
attention to the late paynent of the said fee and the
option under Article 86(2) EPC, a conmunication noting
a loss of rights (Rule 69(1) EPC), nanely that the
application was deened to be w thdrawn pursuant to
Article 86(3) EPC, was dispatched on 28 July 1999.

On 24 August 1999 the applicant's approval to the text
notified to himunder Rule 51(4) EPC by conmuni cation
dated 27 April 1999, was received by the EPO

By letter received on 29 Septenber 1999 the applicant
applied for a decision under Rule 69(2) EPC on the |oss
of rights and argued that the entry into the EPO
account on 5 January 1999 of the anobunt in question,
for which he had given instructions for paynent to the
Madrid branch of the Deutsche Bank on 30 Decenber 1998,
was clearly due to the fact that New Year's Day 1999
was a Friday.
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On 29 Septenber 1999 the applicant's representative
filed a request for re-establishnment of rights. He
referred to the reasons stated in his previous letter,
to which he added that it would anmount to

di scrim nation agai nst representatives |ocated far away
fromthe EPO in Miunich, if they were required to pay a
surcharge in a case where a paynent did not reach an
EPO bank account 10 days before expiration of the
relevant time limt. The fee for re-establishnent and
the additional fee for the sixth renewal fee were paid
on 5 Cct ober 1999.

After the applicant had replied to a further
comuni cation the decision under appeal was issued on
29 May 2000 by whi ch:

1. t he request for re-establishnment of rights under
Article 122 EPC in respect of the time limt for
payi ng the renewal for the sixth year, and

2. t he request pursuant to Rule 69(2) EPC for
rectification of the finding that the application
was deened to be withdrawn under Article 86(2) EPC

were both rejected and

3. t he application was held to be deened to be
withdrawn with effect from1 July 1999 in
accordance with Article 86(3) EPC

As regards re-establishnment of rights it was held that
the applicant's representative nust have been aware
that a paynent order nmade on 30 Decenber 1998 coul d not
possibly lead to a respective entry in a bank account
of the EPO in due tinme. Concerning the second request,
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it was held that the finding under Rule 69(1) EPC was
correct because the renewal fee for the sixth year was
not paid by the due date and the additional fee was not
paid within six nonths of the due date

(Article 86(2) EPC). It was al so held that

Article 8(3)(b) of the Rules Relating to Fees
(hereinafter RRF) was not applicable in the present
case, where the paynent order had been given |ater than
ten days before the expiry of the period for paynent.

On 28 July 2000 the applicant filed a notice of appeal
agai nst the said decision, the appeal fee already
havi ng been paid on 25 July 2000.

In the statenment of grounds of appeal which were filed
on 9 Cctober 2000 the appellant contested that the
deadl i ne had been mi ssed. In his view, the decision
under appeal was based on discrimnatory facts, namely
on the applicant's location far away from Madrid and
the renote place of business of his representative; the
ensui ng dependence on | ocal bank services was even nore
di sadvant ageous in the case of applications filed in
Decenber because of the holiday season. Mbreover

i nvoking the principle of proportionality he referred
to decision T 111/92 (not published in the QJ EPO and
submtted that in view of the total overall expenditure
for the application it was difficult for the applicant
and his representative to accept that the application
was deened withdrawn due to the delay of one day and

t he non-paynent of the additional fee in the anmount of
DEM 139, 84.

The EPO had not in its decision accepted this argunent,
re-establishment of rights should, however, be granted
because actions were performed to keep the application
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alive in the belief that they were in accordance with
the rules, and the observance of the time limt
depended in any case on the behaviour of a third party,
namely the bank. Moreover, the applicant would have
certainly paid the nodest sumof the additional fee, if
he had received a notice requesting the paynent of a
surcharge in tinme, as he did in a co-pendi ng
application for which he had given a paynent order at
the sane time as in the present case. In addition, any
possi bl e doubts of the representative as to the correct
paynent of the renewal fee in question were renoved
upon recei pt of the notification under Rule 51(4) EPC
because it did not mention the time limt for paynent
of the additional fee which expired about two nonths
earlier than that set in that conmunication

I X. The Board issued a comuni cation on 9 April 2001
outlining the prelimnary, non-binding view of the
Board. In the said communication the Board indicated
that neither the sixth renewal fee nor the additional
fee according to Article 86(2) EPC had been entered in
a bank account held by the Ofice in due tine.
Nevert hel ess, the Board held that in application of
Rule 8(3) and (4) RRF the sixth renewal fee could be
considered as validly paid if the applicant, in order
to conply with Article 8(4) RRF

- either paid a surcharge of 10% of the renewal fee
for the sixth year

- or agreed that the paynment of DEM 139, 84 made on
29 Septenber 1999 shoul d be used as a surcharge

pursuant to Article 8(4) RRF

Either alternative action had to be carried out within

2132.D Y A
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two nonths fromrecei pt of the comunication

X. In reply to the communication dated 9 April 2001 the
applicant infornmed the Board by letter received on
15 June 2001 that he had decided to accept the
invitation to conply with Article 8(4) and had ordered
DEM 150 to be paid to cover the requested fee. The said
amount entered the EPO s account on 8 June 2001

Xl . The applicant requested "revocation of points 1 to 3 of
t he deci sion" under appeal.

Reasons for the Decision

1. The appeal is adm ssible.

2. The sixth renewal fee has not been paid before or on
the due date, in that the relevant date is that of the
actual entry of the anbunt in question in a bank
account held by the EPO (here: Tuesday, 5 January) and
not, as the appellant's representative apparently
t hought, 30 Decenber 1998 as the day on which he gave
the order to a banking establishnent to transfer the
anount to such an account. The paynent was also |late
because on Monday, 4 January 1999 all filing offices of
t he EPO were open for receipt of docunments (Rule 85 (1)
EPC) .

3. Contrary to what the appellant's representative
subm tted, the EPO has no discretionary power as
regards the establishnment of the day on which a paynent
is deened to have been made to it. In particular, no
consi derations of proportionality and/or of the
| ocation of the applicant's residence or that of his

2132.D Y A
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representative's place of business apply; rather, the
date of paynent under the EPC is determ ned exclusively
by the objective criteria set out in Article 8(1) RRF
(or laid down under paragraph (2) of this provision).
Equal Iy, the question of whether in view of a given
date of paynent the period in which the paynent should
have been made was observed or not, has to be decided
purely in accordance with the applicable |egal

provi sions, nanely Article 8 (3) and (4) RRF (cf.

poi nt 5 bel ow).

The finding in the decision under appeal, that

Article 8(3)(b) of the RRF was not applicable in the
present case, where the paynent order had been given

| ater than ten days before the expiry of the period for
paynent, is not supported by the wording and the

obvi ous purpose of this provision. In connection with
paragraph 3(a) of this Article it is clear that the
decisive criterion is whether one of the acts nentioned
under i) to ii) of said paragraph has been perforned
before expiry of the period within which the paynent
shoul d have been made (w thin the neani ng of

paragraph 1); the ten days limt is only relevant for
the requirenent to pay a surcharge of 10%of the fee in
guesti on.

In the given context where the due date of a (basic)
renewal fee is concerned the question arises whether
Article 8(3) (together with Article 8 (4)) RRF is
applicable since it refers to the observance of a
"period" for paynent.

It is true that the expression "period" in Article 8
RRF at first sight could be understood as neaning a
time limt in the sense of a period of a certain
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duration which begins on a first and ends on a |ater
("l'ast") day, whereas renewal fees are due on a
specific single day, nanely on the |last day of the
nont h containing the anniversary of the date of filing
of the European patent application (Rule 37(1) EPC,
first sentence). However, this is not convincing in
view of the definition of periods given in Rule 83(1)
EPC, nanely that they "shall be laid dowmn in ternms of
full years, nonths, weeks or days". More relevant, in
fact decisive, is the fact that in effect the due date
mar ks the |last day of a |long period (one year and one
day - Rule 37(1) EPC, first and second sentence in
conjunction) during which a renewal fee can be validly
paid (wthout additional fee). This functional approach
whi ch has al so been taken in the Ofice's practice and
the jurisprudence of the Boards of Appeal in respect of
the applicability of Rule 85 EPC to the "due date"
(decision J 04/91, point 3.2 of the reasons - QJ EPO
992, 402), is also appropriate for the purposes of
Article 8(3) RRF which, as with Rule 85 EPC, ains at
reducing the risks involved in transmttal which have
to be borne by the applicant as a consequence of the
principle that for the observance of tine l[imts under
the EPC it is the date of receipt of the rel evant
docunent or paynent, which is decisive.

This aimis not rendered redundant by the further
possibility of avoiding a | oss of rights ensuing from
the | ate receipt of renewal fees by paying the
additional fee pursuant to Article 86(2) EPC. Firstly,
the parallel availability of nore than one | egal renmedy
agai nst the | egal consequences of the non-observance of
atime limt is not uncommon under the EPC. Secondly,
solely under Article 8(3) and (4) RRF an effective

| egal renmedy is provided in a situation such as the
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present one, where a paynent order had been given
before the due date, no additional fee pursuant to
Article 86(2) EPC was paid within the prescribed period
and it is questionable whether the requirements for re-
establ i shment of rights, in particular due care
required by the circunstances (Article 122 EPC), are
fulfilled. Thirdly, the legal situation after failure
to observe the tine [imt of Article 86(2) and of
Article 8(4) RRF are different, because the non-
observance of the time limt set by the EPO pursuant to
Article 8(4) RRF can only be renedi ed by a request
under Article 121 EPC. Finally, there is no reason why
the late receipt of a renewal fee should always require
t he additional paynment of 10% of its anpunt

(Article 86(3) EPC, item5 of Article 2 RRF) in order
to avoid the deenmed withdrawal of the application,
whereas in the case of any other fee this effect can be
obt ai ned under the "10-days-safety-rule"

(Article 8(3)(b) RRF, second sentence) w thout the need
to pay a surcharge.

It has to be concluded that Article 8(3) and (4) RRF
apply equally to the paynent of renewal fees in respect
of which one of the conditions set out in

Article 8(3)(a) RRF has been fulfilled on or before the
due date. The decision under appeal overl ooked t hat
this provision (expressly) also covers situations where
t he paynment order was given |ater than ten days before
the relevant point in tinme. The further condition of
Article 8(3)(a) RRF that the paynent was made in a
Contracting State is fulfilled as well.

Pursuant to Article 8(4) RRF the period for paynent
shal |l be considered not to have been observed, if the
person who nade the paynent failed to conply with a
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request by the EPO to produce evidence as to the date
on which a condition according to paragraph 3(a) of
Article 8 RRF was fulfilled and, where required, to pay
the surcharge referred to in paragraph 3(b) of said
provision within the period specified by the EPO (or if
t he evi dence concerning said date is insufficient -
which is not the case here). It follows therefromthat
t he non-observance of the tine limt and an ensuing

| oss of rights connected to it cannot be established,
as long as such a request has not been issued by the
office and the tinme limt specified therein has not
expired. This is not only a logical, but also a
reasonabl e consequence in the interests of |egal
certainty and of an effective protection of the persons
concerned. The fact that Article 8(4) RRF does not
prescribe a time limt for this request which the
Ofice "my" issue, is not at variance with this
reasoning; rather, it allows the EPOto react in a
flexible and efficient way and to refrain from such
requests where they are not necessary. In many

i nstances, the party concerned will itself notice the

| ate recei pt of the paynent by the EPO and react on its
own notion w thout having been formally requested to do
so by the EPO. As regards renewal fees which have not
been paid on or before the due date, under the practice
of the EPO the applicant will normally receive a
witten rem nder to pay the additional fee pursuant
Article 86(3) EPC, due paynent of that fee then
automatically renoves the consequences of the non-
respect of the due date for the (basic) renewal fee;
alternatively the applicant may show that the

requi renents of the 10-days-security-rule were net, in
whi ch case no further paynent, either under

Article 8(3) RRF, or under Article 86(3) EPC, is
required. If however, as in the present case, the
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applicant did not react in either way within the six
nont hs period pursuant to Article 86(2), then the EPO
nmust proceed and establish the non-observance of the
due date in accordance with Article 8(4) RRF. As the
Exam ning Division failed to do so, the Board was
enpower ed pursuant to Article 111(1) EPC (cf. T 842/90,
not published in Q) EPO to set atinme limt of two
nont hs according to Article 8(4) RRF (communication
dated 9 April 2001). As the appellant paid the
request ed surcharge of DEM 139,84 in due tinme on 8 June
2001 and had previously filed evidence that paynent of
the sixth renewal fee had been effected on 30 Decenber
1998, all requirenments of Article 8(3) RRF have been
fulfilled. Therefore, in accordance with that provision
it is be considered that the period for paynent of the
sixth renewal fee has been observed.

7. This means, that the request for re-establishnent of
rights is redundant, because there was actually no
failure to observe the time limt in question.

The respective fee was thus paid w thout |egal basis
and has to be refunded.

8. The additional fee paid with regard to the sixth
renewal fee pursuant to Article 86(2) EPC has to be
refunded as well since the paynent was bel ated and had

no | egal basis.

9. The present decision only concerns the validity of
paynent of the sixth renewal fee.

Or der

For these reasons it is decided that:

2132.D Y A
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1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of a valid paynment of the
renewal fee for the sixth year having been made.

3. The additional fee paid with regard to the sixth
renewal fee pursuant to Article 86(2) EPC and the fee
for re-establishment of rights are to be reinbursed.

The Regi strar: The Chai r man:

M Beer J.-C. Saisset
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