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Summary of Facts and Submn ssions
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Eur opean Patent Application No.959 234 65.(originally
PCT/ US 95/ 07555, claimng the priority of US application
serial No. 08/259,413) was filed in the nanme of the

i nventors T.Kohno, D.Kachensky and M Harris. It entered
t he regi onal phase before the European Patent O fice on
6 Decenber 1996.

By |letter dated 26 January 1998 the registration of a
transfer in ownership fromthe inventors to Shearwater
Pol yners Inc. (MHarris) and Anrgen Boul der Inc., now
Anmgen Inc. (T.Kohno, D.Kachensky) was requested.

VWereas in the case of MHarris and T. Kohno assi gnnent
docunents relating expressly to the transfer were
submtted, a simlar docunent was not filed for

D. Kachensky. It was explained that M. Kachensky had
declined to sign such a transfer of rights.

I nstead of an assignnent docunent an "Enpl oyee
Confidentiality and Inventions Agreenent" was presented
as proof that M.Kachensky's rights to the patent
application were automatically transferred to the

enpl oyer.

The Legal Division rejected to register the transfer in
owner shi p from D. Kachensky to Angen Inc. It argued that
the docunents presented did not fulfil the requirenents
of Rule 20 EPC as they did not show clearly that an
assi gnnment of the co-applicant's right to the European
Pat ent Application No 959 238 65.0 had really been
carried out. The decision was dated 27 Septenber 1999.
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Agai nst this decision the present appeal was | odged by
Anmgen Inc. on 3 Decenber 1999, the appeal fee was paid
the sane day and the grounds of appeal were filed on

7 February 2000. Oral proceedi ngs were requested.

The appel | ant argued that the docunents presented
showed clearly that M. Kachensky has recogni sed Angen
Inc. as owners of his patent application by virtue of
an assi gnnent signed together with his enpl oynent
contract. He referred to recordals of the transfer in
ownership in other countries where the docunents
submtted were found to be sufficient.

In preparation of the oral proceedings the Board
i nformed the appellant about its prelimnary analysis
of the case.

A request for postponenent of the al ready schedul ed
oral proceedings was rejected by the Board because of a
| ack of convincing reasons.

In a letter dated 18 January 2002 the appel | ant
requested that the appeal be allowed. He further
requested that independently of the outcone of the
appeal the case should be sent to the Exam ning

Di vision for substantive exam nation. At the sane tine
he infornmed that due to the unavailability of the
representative participation in the oral proceedings
woul d be nost unlikely.

Oral proceedings were held on 24 January 2002 in the
absence of the appellant.



- 3 - J 0012/ 00

Reasons for the Deci sion

1
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The appeal is adm ssible.

The EPC deals with the transfer of rights under
Articles 71 and 72 and Rule 20. Article 71 alllows
generally the transfer of a European Patent

Application. According to Article 72 an assignnent of a
Eur opean patent application shall be made in witing
and shall require the signature of the parties to the
contract. The requirenents for registering a transfer
can be found in Rule 20 EPC.

The preconditions for registering a transfer of a

Eur opean patent application are therefore the
fol | ow ng:

- a request of an interested party (Rule 20(1) EPC),

- t he production of docunents satisfying the
Eur opean Patent O fice that the transfer has taken
pl ace (Rule 20(1) EPC),

- t he paynent of an adm nistrative fee (Rule 20(2)
EPC) .

As far as the witten request and the paynent of a fee
I's concerned the preconditions set out under point 2
are fulfilled. It remains to be exam ned whet her the
docunents presented are such as to satisfy the European
Patent O fice, that is to say whether they prove
sufficiently that a transfer of the European patent
appl i cation No 95923865. 0 took pl ace.

The foll ow ngs docunents were submtted to the Lega
Di vi si on:
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Enpl oyee Confidentiality and |Inventions Agreenent
dated 6 Novenber 1992 and signed by D. Kachensky

Angen Inc. Proprietary Information and Inventions
Agreenment dated 29 Decenber 1994 and signed by
D. Kachensky (page 3 and exhibit A are m ssing)

Conmuni cation of the Australian Patent Ofice
dated 30 Cctober 1997

Deci sion of the Australian Patent O fice dated
23 Cctober 1997

Statutory Declaration of Tom D. Zi ndri ck dated
1 May 1997

Letter of Gowling, Strathy&Henderson to Angen I nc.
dated 4 Novenber 1997

Regi stration Certificate No 1 486 449 of the
Canadi an Patent O fice dated 10 June 1997

Assi gnnent between T. Kohno and Angen Boul der | nc.
dated 6 Decenber 1996

Regi stration Certificate No 1 486 450 of the
Canadi an Patent O fice dated 10 June 1997

Angen Proprietary Information and |Inventions
Agreenent (like Docunent B but conpleted with
page 3 and exhibit A)

Enpl oyee Confidentiality and |Inventions Agreenent
(identical with Docunent A)
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Assi gnment between M Harris and Shearwat er
Pol ymers Inc. signed by MHarris and dated
4 Decenber 1996

Letter of Gowing, Strathy & Henderson to Angen
Inc., referring to Canadi an patent
application 2,191, 971

Filing Certificate No 2,191.971 of the Canadi an
Patent O fice

Letter of Gowlings, Strathy & Henderson to the
Canadi an Patent O fice concerning a request for
transfer in ownership dated 28 February 1997

Letter of S.B.G & K Patent and Law Offices to
Angen Inc. dated 27 April 1998

Docunent in Hungarian dated 1 April 1998
menti oni ng PCT/ US 95/ 07555

her with the statenent of grounds of appea
i onal docunents were provided:

First and | ast page of Enployee Confidentiality
and I nventions Agreenent (these pages being
identical with the respective pages of Docunent A)

Noti ce of Recordal of Assignnment Docunent
concerning US Application Serial No 08/482, 284,
filing date 6 July 1995 from USPTO dated 26 July
1996 with three attached assi gnnent docunents
signed by T.Kohno, D.Kachensky and M Harris.

Docunent A, point 3(b) only states in a general way the
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obligation to assign and agree to assign all rights to
i nventions to the Conpany. There is no specification of
whi ch application or applications are concerned.

Docunent B (in the conplete version as Docunent J)
contains a simlar wording under point 4(a) and (c)

whi ch al so does not specify any application. Under both
agreenents the enployee is obliged to do or to permt
sonmet hing in connection with inventions nmade by him
However, they both only create the obligation to act in
a specific way eg. to assign rights to the Conpany
which rest originally with the inventor but they do not
constitute the assignnent itself.

Under point 4(a) of Docunent B/J reference is made to
the California Labor Code where in section 2870
exceptions to the obligation to assign inventions to
the enpl oyer are nentioned. The distinction between
"free inventions" and those being paid for or at | east
carried out wwth the help of an enpl oyer's equi pnent
shows clearly that an explicit assignnent of an

i nvention to the enployer is necessary, as there is no
general obligation to transfer all possible inventions
of an enployee to the enterprise.

Concerni ng these two above- nentioned docunents the
Board finds that they are both not equivalent to an
assi gnnment docunent.

Wth only these docunents at hand it is inpossible to
know whet her an invention disclosed in a patent
application is a free one or one subject to the
obligation to be assigned to the enpl oyer. These
docunents are only therefore a basis for further
assignnents. Any other interpretation would make the
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obligation provided for under point 5 of Docunment B to
make assignnments on request of the Conpany

superfl uous. The sane conmment applies to the clause

whi ch can be found under point 3(c) of Docunent A.

Docunents C to R concern registrations in different
countries on the basis of docunents other than

assi gnnment docunents. As a matter of conpleteness the
Board will conment upon the docunments submitted by the
appel l ant but wants to underline that the specific

| egal provisions of the EPC define what is required for
the registration of a transfer of rights before the
Eur opean Patent O fice and therefore it cannot help to
show what m ght or m ght not be sufficient for another
patent office in case of transfer of rights. It is the
Eur opean Patent O fice which has to exam ne the
docunent s produced by the party in the proceedi ngs
before the European Patent O fice to prove the
effective assignnent of a right. And it is only this
O fice which has to be satisfied by what has been
presented to it.

Docunents C and D refer to a "request to record change
of nane" before the Australian Industrial Property
Organi zation. Docunent E is a statutory declaration of
a senior corporate counsel of Angen Inc. who decl ares
that based on the contract of enploynent, Angen Boul der
Inc (the predecessor conpany of Angen Inc.) was at al
times the rightful owner of the invention where the

i nvent or Dave Kachensky was concerned and which is
described in the priority docunent 08/ 259 413, the PCT
appl i cation PCT/US 95/07555 and the Australian Patent
No. 28286/95. It was at all tinmes intended that the
application should proceed into Australian nationa
phase in the nane of Shearwater Polyners Inc. and Angen
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Boul der | nc.

Docunents F to P concern assignnents of applications
before the Canadian Patent O fice. In Doc.P reference
Is made to Section 31 of the Canadi an Patent Act.
Section 31 deals with joint applications. The

par agraphs related to the basic situation of the
present case read as foll ows:

"31.(1) Effect of refusal of a joint inventor to
proceed. - Were an invention is nmade by two or
nore inventors and one of themrefuses to nake
application for a patent ....,the other
inventors or their |legal representatives may
make application, and a patent may be granted
in the nane of the inventors who nmake the
application, on satisfying the Conm ssi oner
that the joint inventor has refused to nmake
application .......

(2) Powers of Conm ssioner.-In any case where

(a) an applicant has agreed in witing to assign a
pat ent, when granted, to another person or to a
joint applicant and refuses to proceed with the
application, or

t he Conmm ssioner, on proof of the agreenent to his
satisfaction, or if satisfied that one or nore of the
joint applicants ought to be allowed to proceed al one,
may all ow that other person or joint applicant to
proceed with the application, and may grant a patent to
himin such manner that all persons interested are
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entitled to be heard before the Comm ssioner after such
notice as he may deemrequisite and sufficient.

The Canadi an Patent Act contains an explicit provision
which allows to accept a change in ownership even in
cases where no assignnment docunent as such is provided.
A conpar abl e provi sion cannot be found in the EPC. The
EPC requires in Rule 20(1) the proof that the transfer
has taken place. It is clear fromthe conparison of
these two provisions that the |egal situation under the
Canadi an Patent Act is conpletely different fromthe
one under EPC

Dounents Q and R refer to proceedi ngs before the
Hungari an Patent O fice. They are also of no rel evance
for the present case ( see comments under point 8)

Docunents S and T were provided with the statenent of
grounds. Document S is identical with Docunent A which
was already on file before the Legal D vision.

As can be seen from Docunent T the USPTO has accepted
the registration of the transfer of US application
serial No. 08/482,284 filed 7 June 1995 on the basis of
an assignnent duly signed by all three applicants. The
docunent contains the autorisation and request of al
three applicants and thus also for M. Kachensky to the
Comm ssi oner of Patents and Trademarks of the United
States to grant the patent to Angen Inc. As it is a
duly signed assignnent docunent it does not support the
appel l ant's argunent that a transfer of the present
application from M. Kachensky to the appellant should
be recogni sed even in the absence of an assignhnent by



13.

14.

15.

Or der

- 10 - J 0012/ 00

M Kachensky.

Because of the different serial no it is also not

sui tabl e as proof of transfer of the European patent
appl i cation based upon the US application serial

No. 08/259, 413 filed 14 June 1994, even if there m ght
be a certain relationship between the two as to the
subject matter of both US applications.

Under the given circunstances it was not relevant that
Docunents A and B were only signed by M Kachensky and
not also by his respective contracting partners.

None of the presented docunents was of such a kind as
to convince the Board that a transfer has taken pl ace.
Docunment A and B might contain an obligation to sign an
assignnment | ater on but cannot be interpreted as the
assignnent itself. The appellant has failed to produce
docunents satisfying the European Patent O fice that
the transfer has been effected.

As far as the request for continuation of the

exam nation proceedings is concerned the Board is not
conpetent to decide on the request, as it does not
concern the subject matter of the present appeal.

For these reasons it is decided that:

The appeal is dism ssed.

1171.D
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The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset
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